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12) The U.S. Patent and Trademark Office’s Rule 56 explains that patents
are "[Alffected with a public interest. The public interest is best served,
and the most effective patent examination occurs when, at the time an
application is being examined, the Office is aware of and evaluates the
teachings of all information material to patentability.” Accordingly, each
individual person "associated with the filing and prosecution of a patent
application has a duty of candor and good faith in dealing with the
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(USPTO)el FEE 7RA8HA] AU A=4oez dxd JRE A=3)
= A 2 ARV T3 Arolojof Fr} of9f Bkl S| A f
Z[37 CFR. § 156 (WA= S ddd Qo] & =

15) Purdue Pharma L.P. v. Boehringer Ingelheim GMBH, 237 F.3d 1359,

1366(Fed. Cir. 2001)
16) Akzo N.V. v. U.S. Intern. Trade Com'n, 808 F.2d 1471, 1481-82 (Fed

Cir. 1986), tiut olejst AHE A<l 7]+ - Therasense A4S %
9 wAHon, A AYolEe F4 A Gy A0S 4 ke
she 7tz erahelob @,

17) A patent by its very nature is affected with a public interest, and the
most effective patent examination occurs when the Office i1s aware of

and evaluates the teachings of all information material to patentability.
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ol gt MaqEd AE AEHA F2 AL FoT HHY Yozt &

T Aok
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< ddein 2 5488 n=533xFUSPTO)S 5

Each individual associated with the filing and prosecution of a patent
application has a duty of candor and good faith in dealing with the
Office, which includes a duty to disclose to the Office all information
known to that individual to be material to patentability as defined in

this section.
18) Brasseler v. Stryker Sales Corp., 267 F.3d 1370, 1383, 60 USPQ 2d 1482,

1490 (Fed. Cir. 2001)
19) See MPEP §§2001.06(a),(h),(c)
20) Star Scientific, Inc. v. R.JReynolds Tobacco Co. 537 F.3d 1357,

1367(Fed. Cir. 2008); Nilssen v. Osram Sylvania, Inc., 504 F.3d 1223,
1235(Fed. Cir. 2007); Honeywell Intl, Inc. v. Universal Avionics Sys.

Corp., 488 F.3d 982, 1000(Fed. Cir. 2007).
21) Orthopedic Equip. Co., Inc. v. All Orthopedic Appliances, Inc., 707 F.2d

1376, 1383-1384(Fed. Cir. 1983); Molins PLC v. Textron, Inc., 48 F.3d
1172, 1185 (Fed. Cir. 1995)
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ojmEtle FAY WY AFe el FaAe JuE FA 5= 2

oz, WAL oldd SHPAATFH gl FEHHA ohsa wep A

T oA TAE vEE JRY FRVF old Y RO WEES
7122 B R A LA (Affidavit) A 9 A (Declaration) ol 33+

P e TRz Fe9 PR AT Aok wek AARNEA
s e

SAG AQANE B ARE AZe: Agol vEEedud
= b

22) Eli Lilly & Co. v. Zenith Goldline Pharms., Inc., 471 F.3d 1369, 1383

(Fed. Cir. 2006)
23) Digital Control, at 1316
24) Digital Control, at 1318 (Indeed, as noted by the district court, we are

especially cognizant of misstatements made in an affidavit to the PTO.
As such, we have previously found that the submission of a false

affidavit may be determined to be ‘inherently material’.)
25) Refac Intern., Ltd. v. Lotus Development Corp., 81 F.3d 1576, 1583 (Fed.

Cir. 1996)
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Tl EdEANAN T3 ARIF v E5EHFEH(USPTO) Al

Aol 5871 559 o]F AT (Reissue)EH == A
A AHReexamination) AxtE zlgstWA #H AHEE IDS(Information
Disclosure Statement)Z #|&3tthal sl FA A ANA L] A RBI|A]
o finkel] wE EIA A9 A AFEA Fdvh wb w=
M rbA] AdHAE Fo EsAFoA A 4 B34 A9 Fwol

A71= a0 k= Blde] ARa) ol & jAdsky] fske] 2011l 7HA

¥ AIA(America Invents Act)E &3 HFAAHSupplemental
examination) A| =& =938t 9ol ot B34 g9 TAE AFT

T A= HA Ak AABE vpdsidth ol Wiste] fFEstEs

(2) 7149 o =(Intent to Deceive)

26) 37 CF.R. §156(b) (Information is material to patentability when it is
not cumulative to information already of record or being made of record
in the application)

27) 19959 1€ 14HE 20049 12€¢€ 31< Alolo &34 g9 AHE HES
2447 HAS BAMT Ay HEAHoR 44 F 1A% AT BT Y
7} 213 ¥, (Katherine Nolan-Stevaux, Inequitable Conduct Claims In The
21%" Century: Combating The Plague, 20 Berkeley Tech. L]. 147, 160-164
(2005))

28) ol¢} #&H3F] 2012 9¥Y 16¥ ¥ Supplemental Examination A= 4

AEERCE
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Ao A%z 559 PAE A AANE AFAA ¢

Wb FRE Aued Bu ohe a9 ANE JEHOE vIE
124 EH(USPTOIE 7133t AslA AFsA ke d5stelol @
ol Alde EE Fade e AHAd A o4 g
571 PE7] Wil 3FFA s 438 5+ 4™ AF Fol,
S8 AA7L 429 G5 e NHAA Qe AP A AL A

(good faith) 2 HFEsA5S ATHA Xk As Tl 7IvH4 =&

o L °" rlo
o

N

FET g A0 =3 ARE ARE AU T3 ARE AE

]_
A ALY AAre AZ1 o] oo =i QA= ASo=
29 Ao nE V)N o wE Fal
A AWE whel o] BEFA AYZ FASNE Ak Husia N5

= o

AE SA9 ¥WH(Clear and convincing evidence)ol ]3] 7142 <%

il

Qzelor Sz o d gui FRA A 2AW doz 1 3

Aol mlFo] grejAolojof & Bt ofyye} AL WMsta A5 Q=

¢

=79 W& (Clear and convincing evidence)g % 4 U&= o8 =

AZRH Aol fFdsta 7 FAA FEolojof 3} whek g

29) Cargill, 476 F.3d at 1364. - “We have held that because direct evidence
of deceptive intent is rarely available, such intent can be inferred from
indirect and circumstantial evidence.”

30) Bruno Independent Living Aids, Inc. v. Acorn Mobility, 394 F.3d 1348,
1354 (Fed. Cir. 2005) - “More importantly, Bruno has not proffered a
credible explanation for the nondisclosure, and an inference of deceptive
intent may fairly be drawn in the absence of such an explanation.”

31) Praxair, Inc. v. ATMI, Inc., 543 F.3d 1306, 1313(Fed. Cir. 2008)

32) Paragon Podiatry Laboratory, Inc. v. KLM Laboratories, Inc., 984 F.2d
1182, 1191(Fed. Cir. 1993)

33) Star Scientific, Inc. v. R.JReynolds Tobacco Co., 537 F.3d 1357,
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234 39 (Inequitable Conduct)& &/g2 oz F{Qlo] n=53]74
FH(USPTO)= Az &9 HAdAA AAH} 499 oF(Duty of
Candor & Good Faith)& A7]1#A &2 A& on|grh. wepa A2 3 4l
olo] o] & thalA| ¥ dA9 dAsEo]l EFA A9 HFdd x3E
T Ao B ol FHECl FE EAVE E F AUrh

(i) ol & AAY &A = H=573
FHol AAHA Fe= B9 - Ad7E ARIRA T
(i1) 2 are} 19l k2lo]l AlgtAd #F® 74 (102(b)-Public use,

On sale)= $IRbetal £of 535 W P13
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1366(Fed. Cir. 2008).

34) Star Scientific, Inc. v. R.JReynolds Tobacco Co., 537 F.3d 1357,
1368(Fed. Cir. 2008).

35) E.G., Argus Chemical Corp. v. Fibre Glass-Evercoat Co., Inc., 759 F.2d
10, 225 U.S.P.Q. 1100 (Fed. Cir. 1985), cert. denied, 474 U.S. 903(1985).

36) Rohm & Hass Co. v. Crystal Chem. Co., 722 F.2d 1556, 220 U.S.P.Q. 289
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(iv) @geg 4717 A H91e) HA0EA (Affidavio E A5

o

(v) s AAsh7] 91 A dAlel(Best Mode)E 1192 &

olgtoll M= A FHNAM 7HE ZA7F H = AA 7= (Prior

3 FHEH A HIPAIDS-Information Disclosure Statement)

aL
m= EsWe uRESAEA(USPTON kel 442 s
] =

BE QARSI ARAA TS Holdth 5 52 F EH5S
g WA 5HE waA s A0TEA, 299, WEA 5 2U9A
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(Fed. Cir. 1983)
37) Timely Prod. Corp. v. Arron, 523 F.2d 288, 187 U.S.P.Q. 257 (2d Cir.

1975)
38) Consolidated Aluminum Corp. v. Foseco International Ltd., 910 F.2d 804,

15 US.P.Q. 2d 1481(Fed. Cir. 1990)
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BRAA = FRAA %5 FEetE A7 37 CER § 1.97 F
4 2 37 CFR. § 198 40l we} IDSE Al=star o2 A AlE¥ IDS

7F =SSR (USPTO)O ol& <182 4§ IDS AZEFE F=F

(D) WA 578 h= A

IDS AEE vZEHATH(USPTO) thak 9o goja] =z}

st e el BolA N} gae) R Rabsh: elnz &

oleld Ao WA, Wi} SS9 ¥ SHE we A9
of BAHom Paol Ui RSt WHA, F5el Ei ofsh wo] i
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Lo
1
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°
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s

39) 37 CFR. § 156(a) - The duty to disclose all information known to be
material to patentability is deemed to be satisfied if all information
known to be material to patentability of any claim issued in a patent
was cited by the Office or submitted to the Office in the manner

prescribed by §§ 1.97(b)-(d) and 1.98.
40) See MPEP 2001.01
41) Gemveto Jewelry Co. v. Lambert Bros., Inc., 542 F. Supp. 933, 216

USPQ 976(SDNY 1982) - A patent was held invalid or unenforceable
because patentee’s foreign counsel did not disclose to patentee’s United
States counsel or to the Office prior art cited by the Dutch Patent
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IDSE AZT F A= A= AEAMA 955 FHste o), wpet
A ARANA GFE A e A3 IDSE AETE 7 oglome) FH
WAl (Third Party Submission) 52 AXE o] &sl|oF st} opvk del
o w A3AE IDSE A= F7F e AolA B HARE AT
2R IDSE AT oF7F o= AV #d ARE AEstEs st 3t

Aoz IDSE AET + Atk

(2) IDS A=71%k

DS+ Y AlEeo] 7hedh AL otyw WA A=V F<tl

[-‘EJ

22 A H(RCE-Request for Continued Examination)E %18 s}o]of &}
, 1)IDS A&7k wet AlFstojof st A 7ot EE-stojof st

al
FrE7E @epA 7] "ol

D =993¥ 3719 oy == HE=AHEEA (First Office action)
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X

Office in connection with the patentee’s corresponding Dutch applicant.
42) See MPEP ¢ 6009.
43) See 37 C.F.R. 1.56(d)
44) See 37 CF.R. 1.97(b)
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A (OA on the merits)E oF|stEE whoF Ado| {7} EE Qo
2etoll digk Zo] old, ol Eo] 348 7 (Restriction Requirement)46)

Rbol xohe AdolfsAdl= P Ao FEA(0A)7) TEH o] 5

IDSE &l Alad &2 AArdol ofs) HER ] AAle] k=
AL IDSE T8 Aled ARE 7Ixz g =dol dis A4o]

[e)
FEAE H$ A= AT ALBAE HIFIALZAN 9 F+ ¢
F AA W wkeE A7) 717k AEH IDSE V) ERE AZFEAE W
$ol= A$ B2 HZ A A E A (Final Office Action)E & 4 {IthD

@  @©9 71 AR F, HFZAHDEA(Final OA), 5E38|o] %5~

(Notice Of Allowance), Ex parte Quayled) <4< 7}%]49)

45) ASAAETFRCE)= M2 o] oty =z AEAAAF(RCE) A=Y
o] 37/h Dol IDSE 4

46) Az EPAAY FEEE 250 wo] sl &
H A% 3 2y F ol suE FUUdoR ST AEse AATE
s 273 AYEAS Tah

47) See MPEP § 609.04(b)
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48) USPTOE EFAAL viAE dAlol A E3sEo] AAHUAT Formal
Objection®] &A1& 7 ¢ Ex parte Quayledl <73 Office Actions =4
Aol Al dF gt 55 5EAG7E EA8tE 4 F-o Ba=7] vt 535=
Aol oigk AAMA= TEETH

49) See 37 C.FR. § 1.97(c)

50) For an information disclosure statement under § 1.97(c) or (d) or a

submission under § 1.99.....$180.00
51) See MPEP § 609.04(b)
52) 37 CF.R § 1.97(d)
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kel S| Ao #3 T3 AHE FHFT 55 o|Fo LA HAYHE A
3l (Reissue) &= olut Al A A Reexamination) 3 1+5 =& @& IDS

=L >~
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Al
(3) IDS A= AR

IDS #1& ook #dd SsjA @22 37 CFR. §1.973 §1.98 °]
th §1.97 o] IDS AE Axfol ik Zojebd §1.98 732 A= W
fof 3k Aolt}. T3 MPEP(Manual of Patent Examining Procedure)
Chapter 6002] Section 6092} Chapter 20000+ IDS A& o] F ]33}
dEE A AR o] 7] S

37 C.FR. §1.98(Content of information disclosure statement)ol] =
W, 37 CFR. §1.97 Axte] we} AlEd DS+ EE 53, 371EA,
S9EA 2 7EA R th3k 2 2EHSL 9553 o AR Tl IDS
2 A& AR dolrt ofd Ao B wwalo] o B4 (relevance) S
Admer 4 9leE A% A (concise explanation)51S 7 A& 3| oF

EE= e v=eE5EsS vxEASs = VE ARA
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55) See 37 CF.R. §1.98 (a)(1)
56) See 37 C.F.R. §1.98 (a)(2)
57) See 37 CF.R. §1.98 (a)(3)
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S9ds gHeA o Ay 5ol A= IDS AF7E 37
CFR. §1.98 (a),(b),(c) 7tAl waA Ltke Aol AFdoF o=
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Al AlZEsoF 58 tint vl 7FE < (Provisional application)59) 71 of]
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T Ae AFelgy MgE AlFol Fastt vt MgEE AEde
7

$-2kd 37 CFR. §1.98 (3)(i)dl w& t23% e A=d 2.

_OL

£3] AAA A (MPEP)el w29 IDSE 3 A
710l QGol olel9] Sxolr HAgE 53 B¢
g 53jel &= Ay 53] Tl dolz Add 585 A=
A, i) G Eslol el Folz AAHE AM RIME AEFTAY,

58) 37 CF.R. §1.98 (d)

59) E3&9Al AT 9 AAMA/AAAA glo] 9
AA F=H7F et wE A dSs gR }-T’—Z} st =99l S
YA Zo|t} oyk 71E o] % 1 oo HF& Fo] e AHqf
(Non-provisional application) %l & s}o] o} 3lt},

60) See MPEP § 609.04(a) Content Requirements for an Information
Disclosure Statement [R-7]
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() A= SFAL

61) MPEP § 609.04(a)
62) The filing of an information disclosure statement shall not be construed

to be an admission that the information cited in the statement is, or is
considered to be, material to patentability as defined in § 1.56(b).
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(D Kaiser Foundation v. Abbott Laboratories AF7171)
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70) @3] dld gl diE AR AS ste AET 28y 59 Ao
g dAgdArE & 5 gI=SF Y. See Precision, 324 U.S. at 819;
Hazel-Atlas, 322 U.S. at 251; Keystone, 290 U.S. at 247.
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Pharmaceuticals Technology Corporation 552 F.3d 1033 (Fed.Cir. January
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72) Walker Process fraudgt . (Walker Process Equipment, Inc. v. Food
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73) Purdue Pharma L.P. v. Endo Pharms. Inc.,, 438 F.3d at 1133-34
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Cir. March 2, 2000)
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81) Star Scientific Inc. v. R.J. Reynolds Tobacco Co., 537 F.3d 1357, 1365

(Fed. Cir. 2008)
82) Now known as Abbott Diabetes Care, Inc.
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199739l Abbotte] E3]¥H & ARl Lawrence Pope®t Abbott®] R&D
2%l Gordon SangheraBfAl= 551 5319 555 3], 551 53]+
Hoo]l Ao Qi ¥ 382 535+ Hovto] A wyolgla xpd

stE A7IHA P58 3 (USPTO)O A X =A (Affidavit)®HE A

ARt ofe] & Hel W= 382 53¢ #¥ Family 531(EP
0078636, ©]at EP 636)5 &% #A8olA, Abbott il ZAF A&
ol gk W&ol MAE =d daqEdHR xEs A7V 918k, EP
‘636 S5 gk A8 s e ® o Fervha skt

2004 3€¥€ll, Bectoniit= ®l= 53 6,143,164(°]F  ‘164)<t
6,092,745(0) 8} “745)e Wis] Wl el AS 5 Massachusetts

83) B51 53¢ Fnw #AYE A U438 2= HAF 2EH(Strip)oll ¥
E3|oln Claiml< A ZAto] “(membrane)o] flo] A d AL HAsL7)
Az A71seA AAME FH AAF 2EYS S A TEL A
84) 382 E3= Ei“ of tha] “Ael o]} Ad(live blood - AUl
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Plague™

Tech. L.J. 1329, 1358 (2009)
92) Kimberly-Clark Corp. v. Johnson & Johnson, 745 F.2d 1437, 1454 (Fed.

Brief of the Biotechnology Industry Organization as Amicus Curiae at 7

Cir. 1984)
93) Brief for the United States as Amicus Curiae at 17
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Therasense v. Becton Aol A, Ay XYoo} EHXHHALS Abbott
b7k 382 53519 1 #Ee 53] #s FHES A A=sAd A
FES =53 ARIA stA k7] witol 551 537F B A
gLl 718 F W E 5 (unenforceable)o]2tal #AS sl A A
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95) Increased adjudication cost and complexity, reduced likelihood of
settlement, burdened courts, strained PTO resources, increased PTO
backlog, and impaired patent quality.
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g7Ve] o5 Wil W Ades FaWAL AYLor BRA
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20119 5¢ 25¢, Therasense, Inc. v. Becton, Dickinson&Co. AF71 3}
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Federal Circuit)> ALggoA] #A2=2 &34 82 (Inequitable Conduct)
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96) Trial Opinion at 1113 : “Attorney Pope knew or should have known
that the withheld information would have been highly material to the
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@ 1°" Media v. Sony Computer Entertainment
7F AR e

A9l 1% Mediait= >=#9t 94 52 Entertainment 4R E ¥3F

HEH|t)o] 7t Al Alxa"le] tigk 53] (“System and Apparatus
for Interactive Multimedia Entertainment” - USP 5,464,946)& X {3}
a3 5dztelth 2] SsEwe 1992d 1149 1399 53&4
HAew 1994 99 144 #= 5709 A5 = & A A= A
HAo] glutes olfr® EE 5750 A-HIAY. oldd 53F
AdolfE FH37] fske] 199543 2€9 214 A= E3dEld(Sawyer)
& E3]A 3 Entertainment system©] multimedia call processing
systems EFetes S AT HASR o T3 AE 1680]
b e A AR FAEHEE SH TS BASIAT o 53 A

Ak 1995 5 29AR SRS EAE dler, SIEddS

be drawn from the evidence.
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99) (1) International Patent Application No. PCT/US93/10930 (“PCT
Application”);
(2) U.S. Patent Application No. 07/975,824, which became U.S. Patent
No. 5,325,423 (“'423 Patent”), and;
(3) U.S. Patent Application No. 08/265,391, which became U.S. Patent
No. 5,564,001 (“’001 Patent”)
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o] Faeo EFAH Y9 FWS AHsA ¢ Aldo|rh.  uhnh
Therasense Abz1o] AW 3| gAYl FAo viste] AdiH A 4
kA &2 Wi Sony A& Therasense AFA &2 7F3td oAwkat

o B4 WY BH/EA g APAPAY BUS 2 Y5g
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QB K
L
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L BAR oL HAE HANM FIE WobFA ohn) gho

=
T P9 wWeksk Ao Utk =92 A&EE Few AdE
1.1.6 Therasense v. Becton 372 o] 3% 9] H3}
(1) v=r53 Al&g4+2 37 CFR §1.56 714

v E35] 4% A (USPTO)S Therasense 2 o3 “F Q8
HAE gAgetr] St Qe HEIPAl oo A-HH 73 &S
T3t

MAE7] old AdFE 56(b)E ek FRIVE @] FA
(cumulative) 5] &= Zlo] ofyetyl (i) @y EE o2 gdree] A8S
S 58 TEe] 5dE 2] F8T 7 AW e (i) F9
of AP F& vk = A
a3 AEea sk vk

A RE Therasense FZCNA, AW<wc3d] FoMde, 54z A4

Fo9Mag Alete WAE SheiE, web 5329 Spas

(misconduct)”} “But—for’ @ 7158 FFHA71A] Estpd 53 &Y
Aol BFA P AHEA Levta BAsdnt = E &9

100) Sony Computer Entertainment America LLC v. 1st Media, LLC
Petition for certiorari denied on October 15, 2013
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|=]

ole] Mx53FL olHg A3 Fawde] dE &S Vx=E
ARIPA QJFo o)A F 2 A (materiality) IHd7]ES FAHF] 7

=534 A @747 CER 156(b)) obelsh 7ho] wredaaict.

Sec. 1.56 Duty to disclose information material to patentability.
kockok ok ok

(b) Information is material to patentability if it is material under the

standard set forth in Therasense, Inc. v. Becton, Dickinson & Co.,

-—— F.3d ——- (Fed. Cir. 2011). Information is material to patentability

under Therasense if:

(1) The Office would not allow a claim if it were aware of the
information, applying the preponderance of the evidence standard and

giving the claim its broadest reasonable construction; or

(2) The applicant engages in affirmative egregious misconduct before

the Office as to the information.
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A AHReexamination) 225 X &stAA #Hd JHE  IDS(Information
Disclosure Statement)® A|Z&3HTtal st A AL A HAA <]
ko]l A ¥ A Fokrt. ol#gh A mso A
B3 39 @dw®oe] AV ke vt
o] 20119 71 ¥ AIA(America Invents

3 =ddel 2T B4 A9 £AE AR 7 A= WA A
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I EEEE
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=2 1980 ] o] & 537t Zlew H Akd Al o] "ve
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(2) Supplemental Examination(X.ZAIA}) A =
© he

B AEE SsldAR dojg ARl 5ok o] dvkal A7hE =
ARE vx53ZEHUSPTO)A AEstal F7F4 <l Supplemental
examinationl0D(o]al HZFAANS F3l 1ok ARV ad =AY 4A
g g AEE st Aot 2 A9 55 A AANGAelA 1 EA &
AU A udE AR EAgE O AR 2 BREE A S
3 nHHAY ABE A 2 ARG} AHT P9l VxSt 1
5] 7} Unenforceable(# 2] At E7hsttta #A4d 4 Al @t webA
S5t ol AAtHACAA BASE AE vAlEe] WE FES
s F HaAadES MAsH] ool AFE = A= 7IIE B
H Zoln A BFAAE FE7] Holl EAddslet vHE &AF
of IPHIAY BHFHAAZE FFHJAAR Lol e A&
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@ wEAA FTAA

S350 dist BFAALY HF= 1 53 dis] olsi#ATE dow
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8 2f47F obd B Bol A3ME HEAA BE ITE @
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101) 201241 99 169 o] FRE AA 7%
102) 37 CFR § 1.601 (Filing of papers in supplemental examination) - (a)
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g & BAst7] Ag dadolyt 3 EsY] oy s WA=
dastthes &Y, RS 3 Ao A FAE 2 EoF &
105) 37 CFR § 1.601 - (¢)
106) 37 CFR § 1.605 (Items of Information) - (a)
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(i) REAA F7e) tgo] Hi 53] W3
(i) REAANA e w, Qs F4=7] gda F7HE 4u
3} o] g AEL10)
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fol

107) 37 CFR § 1.625 (Conclusion of supplemental examination) — (c)

108) 37 CFR § 1.20 (k)(3) : 21-50 #o|# & 9 $170, F7F 50# o] A &4
g $280

109) 37 CFR § 1.610 - (b)

110) vl=HA A= § 1.98(b) [Content of information disclosure statement] It
Aol wet G AEFE AZFs)oF 3
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(i) A7 g 539 T4 == dA9 &= USPTO A&
FAT HEE[EAY] T, Aa EIMS(AHUET = AT
5 Z9¥s) 2 O dao AEd]

(iv) BFAAZE AaHs 589 2 A3l g 34

(v) BSAAE A5 = 58le 24 73 A&Hox= 7 AR

Fueol 44 st pEAel e WEe AT AEA

(vi) A7 7 539 A& 2 1 5359 i3] 5% Disclaimer

== Certificate®] A

(vii) 7t ARFE] AME B JugEe] Jol 2AAH Zlo] ofd 7
o etk Go WM

(vii) 5001 A 7k Hi= Aol theh - FEo ik 29FA (o] 7
F 8= AY o] = HolAE ErIsor g

(ix) A7 o Sslol g dA Ao 2fgael g #7] 2 5
5 AR S A M

(i) A9 dF= A8 4 52 72 7143 14

(ii) 7 WgE #3 HolE

(iii) 7+&50] ARF& vl @A Ss4o= 84 5 Q=
Aol gk A

(iv) ZoAel A=d 2 BRIFZo] of 5sdo w3 dd4d &
A2 of7)et=A L of7)s

(SNQP : Substantial New Question of Patentability)

111) 37 CFR § 1610 - (c)
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® AHZE (Item of Information)
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© AAsES aAsts, el 58k dvdel dval oAAAE HETF
EFE] e HIAAFE dA=THI

Ex Parte Reexamination!!®}= &g HZFAAL H e A&
U= AR A Firol Age] vk wEkd S EArE 2l 535
o whedo] QAN 59 THAAFoAAM nHEA FAAY FHEX 2
HAAY BAgeA nHEUE 2 ojd ARE BEANA FA o] EF
A F7F Ak odlE £ Family 5389 AANRAGANA &= AA 7

rr

A=A, g8 53

F-ol= M AR 4o AlFEolof Y

BEAALS] FTeA AT & de ARFF Aes A 12700
t115) 5813 5 (USPTO) A= Aok 22 ARIE] /arts
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112) 37 CFR § 1.605 - (b)

13) 3% Oigshs GAAE B ofd, 553 Ao she] AUAE 3
Fehe A, el AA ARt FAE

114) 37 CFR § 1.2 , 37 CFR § 1.605 - (c)

115) 37 CFR § 1.605 - (a)
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7} Aok AELe CFR 1.605(4 B &E) 1,610 7+WH-E), 1.615(4F3
2ol Al 21Es T AS AR EMU) wkop AEE A i 1
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116) 37 CFR § 1.605 - (d)

117) d& £of, A5 X7F HEAAbell Qo] melsojor & Fagh Mafxtzol
Ak = g2 A7 Y7F A7 X9 Family 530 E38 Z$oe= A=

Y& @3] 7244 (cumulative)§l Ao E¥ete] 53 AAE AR X9
Y & Agste] A& 5 ATt

1610 - (d)
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ol n=533x3E ald 559 F e 43S v ‘53 del &
g AEAHe 2L FA(SNQP-Substantial New  Question  of
Patentability)”7} EZHAF oA AAE HERIFEA ] o7 FH+=
A8 o FE Fegnhll9) ojyg dAvko] gswW AEdH ARV}
“‘SNQP"E oF7|st=A9] oHE Yell= T8AE 5L e AAt
v TR AAF K BEAAL A= Central Reexamination Unitel] A

o

ol dubdow [5EH 29L& AR Az o)

S5 Aol 9IS A= SNQP7E B8l A FelA AAE Fre
ol oal oprjE=A9 ofFol w3 =5 FxHe A T A
TRl B ARIFE] AR FAEGL0) S RPN = 554

of &3 = Ay AP Ay E = Ae] ofyEt R Bl
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119) 37 CFR § 1.620 (a)
120) 37 CFR § 1.620 (a)
121) 37 CFR § 1.620 (e)
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TRIRL S AR Rl ARFERS AT 5 9lom HAA
T ARIR FFEA vk woF WA AR EATE w558
FH2 SNQPE ddst=rl glo] BAME n¥skA Fen g BE
AAke]l A3 Ex Parte Reexamination ¥18)o] H g3t 9o+ Ex Parte
Reexamination°l Al BAAAME A& 5 vk kAR ol d HAA =

et

Ex Parte Reexamination®] Al A Ao #3t % % Office Action®] -5

B2 fAlE B9 Ex Parte Reexamination Ax}S HWgtslo] 73

g FE Ak U@ Ssd o B ARARe AAEAE Ak
M 44w g weh 1 Ao £4E FE vk

@ RFZAALY] S A (Certificate)

BEAAE A= CFR 1.605(4 ®.3+5) 1.6100% 7-H-8), 1.615(A

122) 37 CFR § 1.620 (f)
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2] il
= A (Certificate) 2] AA S =207 FEHCLIL) ojzfd B FAA}
WA= BEAA A9 E8AAT A 7 ARIFgE g
“SNQP”e] A7] o Fo #§ n=5sdxA e AdAdrt 7edrhizd
LR BSAA SHAd e O BEAA BT AlEde] E7]EW 2t
H2O SNQP A7l o F-&= FAIET whef BHEAAL S A

s} o)adke] AEE tal SNQP7F AVIHE Aoz AtAny} 7
=5 Ex Parte Reexamination Ax}7} 7A€t} o] 2fgh H
BAE AAA o R TEH Tl 5o w3 7] F] AR R
e

d
)

HZEAA o] W2 Ex Parte Reexamination = A = 3 %ol

0 XA (EPR - Ex Parte Reexamination)

BEAAL S8 A (Certificate)oll sl & 7-&kol gk atit o] 4o Ar
5ol “SNQP"7F A A E W Director= 93l 53lo dia] AAAF HE S
W2 125 o]k A= Udk FA126)9] Ex Parte Reexamination &
2ol uwhel Wy e vt 549 Ex Parte Reexamination 2 }of| W] 3|

B Z A Ao whE Ex Parte Reexamination Ax7F ¢ & & 35 US.C.
§ 304 A =A(Statement)E A= T githe Holth 5, EEA
AL Axte] wEl Ex Parte Reexamination©] 7HA1E = 5o & A
3k =% Office Actiono] W 7] Holl= 2 SNQPel g oA xls=A

Az L BHAA AEF9 713 7F gl dute] Ex Parte Reexamination<

123) 37 CFR. § 1625 (a)
124) 37 CFR. § 1625 (a)
125) 37 CFR. § 1.625 (b)
126) 37 C.F.R. §§ 1530 - 1.570
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AR AN FBA 8 FaA

(3) Supplemental Examination(X.ZA1AH 2] a3} 2 3HA

AR7E BFAAL FANA =AY AAEATAE 1 AR
o #edE golol FAsIY 53 dele] 4 AE7Hs (Unenforceability) &

s = qF "

ork BSAALE Fd 54 EF4 d9E Aot 55dAS X1
5o g AAR o] HFAAL ARE o] &t = AZHA AlCke] AUtk
%, WS AAE A sl7] Aol dA agdA B34 9 #dste] FA)
el FAol A71E 99 “Federal Food, Drug and Cosmetic Act” §
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20009 FHEIH(EPO)S =AALS| o] W3S wkdsta A HFo

284 FUE A8 7Y E3F 2 (European Patent Convention)2] £
MAL d3lddct 1 23 20079 1295 g=Ho] wragxE EPC 2000

of a7 K AFo] thet Article 1241402 2143519

143) -t JufE (E@mﬁi)%ﬁﬁu\%%&I#ﬁ@%bmmiﬂ#ﬂv
LT EEE. FoRTFHBEICOWTHERz I NEF ok ecs Lo b
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Article 124+ v]= IDS(Information Disclose Statement)#| =<} A}
gk A=t & 4 AAIRE vl IDS Al Eo] 5ol Hlete] A E WL A
BAE oFe & 5 Utk

olggt 20073 12¢€ AMdr]l& AHH AT #3 Article 1245 =<

gk o] #d 74ES /A (Rule 141) 2 214 (Rule 70b)3HA] 2011 1

2007 124l 2 EH FHSSIY Article 124(°]8F 5319 124%)+=

THES Fol SsEddelA 2y ddste] AyT|e JEE A=
L

Ol
o

HE Aol &

al
g AR FHES Y ddAdol s wHd B Adrle JRE

144) Information on prior art

(1)The European Patent Office may, in accordance with the Implementing
Regulations, invite the applicant to provide information on prior art
taken into consideration in national or regional patent proceedings and
concerning an invention to which the European patent application
relates.

(DIf the applicant fails to reply in due time to an invitation under
paragraph 1, the European patent application shall be deemed to be

withdrawn.
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ESY 1242 = oln FHESFAH(EPO)°] FHES YA =9
I} FEst 2 5 Ao A ALY AYriE ARE AESIEF
8T F ASE AT Aoy, AFHoRE FHESHOZFE
a8g AEFL T EEATHD)

(2) 784 % Rule 141

2011 1€ 1958 2E % Rule 1417 Rule 70bE $HESF =99
oAl FHESEYY $A4Ad T4 7x7 He $AEYS F9et e
7o) EF Ao WEtE AP xAL AE AMRS AEFEEE A5
ARSI Yt} o] AY SAEHUT ESH o2 HEH AYPxAL AFE F

Uk Rule 141(2)0 wawd, +H 58] dA o3 5483 74
a

ol e Nz AR AFY Bast gA Ak Z Wt &
FEHEAe] Ar} v EE gao] 298 538 SHA FAtol

145) http://www.haseltinelake.com/admin/publications/EPOnewsletterdec2011/

DownloadPDF
146) (1) An applicant claiming priority within the meaning of Article 87

shall file a copy of the results of any search carried out by the
authority with which the previous application was filed together with
the European patent application, in the case of a Euro-PCT application
on entry into the European phase, or without delay after such results
have been made available to him.
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147) (2) The copy referred to in paragraph 1 shall be deemed to be duly
filed if it is available to the European Patent Office and to be included
in the file of the European patent application under the conditions
determined by the President of the European Patent Office.

148) EPO°l 53 &S Mast 49 EPOA AFFALES 233t Axps 55
SN A TR A

149) The declaration of priority should preferably be made on filing, but can
be made up to 16 months from the earliest priority date claimed. The
applicant may correct the declaration of priority within 16 months from
the earliest priority date.

— 114 — Fh ﬁr] 2 E}E



(3) 2144 %" Rule 70b
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= E ok ASEM, 2011d 1€ 1Y ol %ol S5 B +H 535S

B9 Afols REY(parent application)?] &P Uo] ofd H
HES Hol| A4 o] Al MPXA A3E A= o F9

H
o, vrb A AzAL ddpmo]l REdddAM olv AlEe]

150) (1) Where the European Patent Office notes, at the time the Examining
Division assumes responsibility, that a copy referred to in Rule 141,
paragraph 1, has not been filed by the applicant and is not deemed to
be duly filed under Rule 141, paragraph 2, it shall invite the applicant
to file, within a period of two months, the copy or a statement that the
results of the search referred to in Rule 141, paragraph 1, are not

available to him.
151) (2) If the applicant fails to reply in due time to the invitation under

paragraph 1, the European patent application shall be deemed to be
withdrawn.
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Abstract

Comparative Legal Analyses on Regulation of
Inequitable Conduct in the process of acquisition of
Patent Right  (/n re Duty of Information Disclosure Statement)

Jung, Pil - Ho
Department of Law
The Graduate School of

Seoul National University

A patentee 1s required to exactly disclose an 1idea or
information to the public as prerequisite to the exclusive right
according to the patent law. The 1idea or information 1s
disclosed by the two ways.

Firstly, the idea or information 1s opened to the public
through a specification in which an invention 1s described in
detail. The disclosed idea i1s provided to a freely literature use
and induces a better invention to be invented and ultimately
contributes to a development in science and industry. In order
to achieve these objectives, developed countries in patent
system, such as the United States of America, Japan, Europe

and Republic of Korea, regulate a method of disclosing an

) O
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invention by law which i1s similar in the above-mentioned
countries. In other words, when it comes to how to describe

an invention in a specification, the specification shall contain a
written description of the invention, and of the manner and
process of making and using it, in such full, clear, concise, and
exact terms as to enable any person skilled in the art to which
it pertains, and the patent application will be rejected or
invalidated if these conditions are not satisfied. However, in
case of the U.S patent law, an inventor shall set forth the best
mode contemplated by the inventor or joint inventor of carrying
out the invention when the inventor knows the best mode at
the time of filing of the invention in accordance with USC 112.
And 1in Japan, even though it 1s not mandatory, it 1is
recommended for the inventor to disclose the best mode in the
specification.

Secondly, an information with regard to a prior art which
can be a background of the invention is disclosed to the public.
The disclosed prior art makes it possible to examine the patent
application much faster and prevent a defective patent from
being 1ssued. And this obligation to disclose an 1mportant
material for patentability differs from country to country as
follows.

@D In the USA, it is regulated as inequitable conduct in
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accordance with equity law In case someone commits an act
contrary to equity such as affirmative misrepresentations of a
material fact, failure to disclose material information or
submission of false material information against USPTO during
a patent prosecution. In addition, a range of duty of disclosure
1s much wider than any other countries, and a patent will not
be invalidated but be unenforceable if the inequitable conduct is
conceded. Especially, when it comes to "IDS(Information
Disclosure Statement)” which refers to a submission of relevant
background art or information related to a patentability to the
USPTO by an applicant for a patent during the patent
prosecution process, the applicant has a duty to submit related
prior art as an IDS to the USPTO from the filing date until the
1ssuance of patent application, and this duty extends to anyone
who 1s 1nvolved 1in the patent application. Whereas the
inequitable conduct had not been cured only 1if inequitable
conduct issue happened in the past, recently a new patent
system, so called, supplemental examination was introduced by
way of an amendment of patent law, and made it possible to
cure a defect due to inequitable conduct if the procedure of
supplemental examination is finished before a dispute regarding
to the inequitable conduct occurs.

@ In Japan, it is required that where a person desiring a

- 141 — ~’rj ﬂ‘]l—‘%' EH



patent knows, at the time of filing a patent application, any
inventions publicly known through documents which are related
to the invention, the detailed description of the invention shall
contain the source of information on the invention publicly
known through a document in accordance with section 36(4)(ii)
of the patent law. A scope of duty of disclosure is narrower
than that of the US in the way that a disclosure of a prior art
related to patentability of the invention is only required. And a
level of sanctions against inequitable conduct is lower than that
of the US in the way that a patent application can be rejected
but not invalidated after issuance when the patent applicant
violates related regulations.

@ In Europe, the European patent office can request a
patent applicant to submit a prior art information related to an
invention based on article 124 of the FEuropean patent
convention and to provide a copy of search results taken into
consideration in the examination and issued by a patent office
where an European patent application claims priority through an
implementing rules 141 and 70b. A scope and contents of duty
of disclosure is extremely limited as compared with the US
where an applicant should provide information until the issuance
of patent in the way that FEuropean patent applicant 1is

permitted to file a first search result only once. And a level of
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sanctions against inequitable conduct is lower than that of the
US where a patentee can not enforce a patent including family
patents in the way that the European patent application shall be
deemed to be withdrawn when the patent applicant violates
related regulations.

@ In Korea, it is required that the detailed description of
the invention shall contain the information on the background of
the invention in accordance with section 42(3)(ii) of the patent
law. And a patent application may be rejected in case of the
violation of Korean patent law which 1s very similar with
Japanese patent law in the scope of duty of disclosure and the
level of sanctions.

In short, each country has its own regulations with regard
to a duty of disclosure on an 1important information on
patentability, and the US has the most comprehensive and
powerful sanctions in comparison with other countries which
stays in the early stage. Like other countries, Korea introduced
an Information Disclosure Statement system by an applicant for
the purpose of improving the quality of patent and made the
IDS system applied to every patent application which was filed
on and after July 1, 2011. However the most important problem
in an information disclosure statement of Korea is that it does

not matter only if an applicant discloses a related information at
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the time of filing. And this problem can be caused because
there are a lot of cases where patent applications are filed in
several countries including Korea and patent applicant can
acknowledge an important information related to patentability of
his or her invention after filing in Korea. Accordingly it i1s
difficult to anticipate an exact and efficient result in
examination by an examiner based on current patent law in
Korea. Therefore I would like to suggest that a time to submit
an IDS(Information Disclosure Statement) should be extended to
a time to get issued and a person who relates to patent
application should turn in an important information related to
patentability in certain period when an applicant acknowledges
the information for the purpose of preventing a defected patent
from being issued. In this case, it would be better to introduce
an additional IDS form instead of making amendment on
specification to disclose the information. In addition to that, it
would be an effective way if a number of material to be
submitted should be limited and relevant explanation regarding
between the material and patent application should be required
without paying any additional fee for patent office in Korea.

When it comes to a penalty for violating a duty of IDS I would
like to propose invalidating a patent or restricting on enforcing

the patent. In connection with an invalidation of the patent, a
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violation of a duty to disclose an information can be an
additional cause in section 133 @ of Korean patent law and it
can be a differentiated reason for invalidation by way of
making a different section where it can make the whole claims
invalid and get a divisional application be invalid as well. On
the other hand, it is necessary to make a regulation to make a
patent which has been issued by way of violating a duty of
IDS be unenforceable when it comes to consider that a patent
having a reason for invalidation can be unenforceable in view
of Section 104 (3) in Japan patent law and court’s decision
even though there i1s no rule to regulate an inequitable conduct
in Korea. However if a patentee asks a trial for correction
before a problem related to inequitable conduct occurs and an
important information having not been considered is considered
by an examiner during the trial for correction, then the problem
can be cured and a patent right should not be limited. Even
though the above-mentioned suggestions may be a big burden
to an applicant, to make a defective patent be invalid is a way
to preserve the public’s interest prior to an applicant’s interest.
And that 1s consistent with good faith principle that is the
great principle in our laws.

Key words : inequitable conduct, information disclosure statement

Student Number : 2011-21461
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1.1.3 EFA 3¢ (Inequitable Conduct)?d] AE% k7| &=

534 P2 53 A7 AlgtEojof St=AE Bt Aol
=, 1) 234 g9 AR o] FR A (Materiality) 9} i) "l =553 3%

(USPTO)S 7]%et o = (Intent to deceive)’} UAR=AES 1¢]3dte] FAot

ok @tk o) W RE4 AT TR At PUsn 45" Qv

14) 1995 1€¥ 1958 20043 12€ 310‘ Atole B3 A7t TAIE 24470
HA4s BAs Ay Aoz 470 = 17(25%) ol AAw BEFA @97 91A
¥ - Katherine Nolan-Stevaux, Inequitable conduct claims In The 21
Century: Combating The Plague, 20 Berkeley Tech. L]J. 147, 160-164

(2005)
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=79 HZ(Clear and convincing evidence)oll ¢l F+ 7}#A 245 ¢

Z3lojof ), HYALS Abote] F 2 Al (Materiality) @} 2] =4 (Intent) o] &

(1) =2 (Materiality)

e A9V AHEY AdAAe dHA-HAA m=EIdET
(USPTO)el FEE 7RA8HA] AU A=4oez dxd JRE A=3)
= A 2 ARV T3 Arolojof Fr} of9f Bkl S| A f
Z[37 CFR. § 156 (WA= S ddd Qo] & =

15) Purdue Pharma L.P. v. Boehringer Ingelheim GMBH, 237 F.3d 1359,

1366(Fed. Cir. 2001)
16) Akzo N.V. v. U.S. Intern. Trade Com'n, 808 F.2d 1471, 1481-82 (Fed

Cir. 1986), tiut olejst AHE A<l 7]+ - Therasense A4S %
9 wAHon, A AYolEe F4 A Gy A0S 4 ke
she 7tz erahelob @,

17) A patent by its very nature is affected with a public interest, and the
most effective patent examination occurs when the Office i1s aware of

and evaluates the teachings of all information material to patentability.
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ol gt MaqEd AE AEHA F2 AL FoT HHY Yozt &

T Aok

i
(o,

< ddein 2 5488 n=533xFUSPTO)S 5

Each individual associated with the filing and prosecution of a patent
application has a duty of candor and good faith in dealing with the
Office, which includes a duty to disclose to the Office all information
known to that individual to be material to patentability as defined in

this section.
18) Brasseler v. Stryker Sales Corp., 267 F.3d 1370, 1383, 60 USPQ 2d 1482,

1490 (Fed. Cir. 2001)
19) See MPEP §§2001.06(a),(h),(c)
20) Star Scientific, Inc. v. R.JReynolds Tobacco Co. 537 F.3d 1357,

1367(Fed. Cir. 2008); Nilssen v. Osram Sylvania, Inc., 504 F.3d 1223,
1235(Fed. Cir. 2007); Honeywell Intl, Inc. v. Universal Avionics Sys.

Corp., 488 F.3d 982, 1000(Fed. Cir. 2007).
21) Orthopedic Equip. Co., Inc. v. All Orthopedic Appliances, Inc., 707 F.2d

1376, 1383-1384(Fed. Cir. 1983); Molins PLC v. Textron, Inc., 48 F.3d
1172, 1185 (Fed. Cir. 1995)
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ojmEtle FAY WY AFe el FaAe JuE FA 5= 2

oz, WAL oldd SHPAATFH gl FEHHA ohsa wep A

T oA TAE vEE JRY FRVF old Y RO WEES
7122 B R A LA (Affidavit) A 9 A (Declaration) ol 33+

P e TRz Fe9 PR AT Aok wek AARNEA
s e

SAG AQANE B ARE AZe: Agol vEEedud
= b

22) Eli Lilly & Co. v. Zenith Goldline Pharms., Inc., 471 F.3d 1369, 1383

(Fed. Cir. 2006)
23) Digital Control, at 1316
24) Digital Control, at 1318 (Indeed, as noted by the district court, we are

especially cognizant of misstatements made in an affidavit to the PTO.
As such, we have previously found that the submission of a false

affidavit may be determined to be ‘inherently material’.)
25) Refac Intern., Ltd. v. Lotus Development Corp., 81 F.3d 1576, 1583 (Fed.

Cir. 1996)
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Tl EdEANAN T3 ARIF v E5EHFEH(USPTO) Al

Aol 5871 559 o]F AT (Reissue)EH == A
A AHReexamination) AxtE zlgstWA #H AHEE IDS(Information
Disclosure Statement)Z #|&3tthal sl FA A ANA L] A RBI|A]
o finkel] wE EIA A9 A AFEA Fdvh wb w=
M rbA] AdHAE Fo EsAFoA A 4 B34 A9 Fwol

A71= a0 k= Blde] ARa) ol & jAdsky] fske] 2011l 7HA

¥ AIA(America Invents Act)E &3 HFAAHSupplemental
examination) A| =& =938t 9ol ot B34 g9 TAE AFT

T A= HA Ak AABE vpdsidth ol Wiste] fFEstEs

(2) 7149 o =(Intent to Deceive)

26) 37 CF.R. §156(b) (Information is material to patentability when it is
not cumulative to information already of record or being made of record
in the application)

27) 19959 1€ 14HE 20049 12€¢€ 31< Alolo &34 g9 AHE HES
2447 HAS BAMT Ay HEAHoR 44 F 1A% AT BT Y
7} 213 ¥, (Katherine Nolan-Stevaux, Inequitable Conduct Claims In The
21%" Century: Combating The Plague, 20 Berkeley Tech. L]. 147, 160-164
(2005))

28) ol¢} #&H3F] 2012 9¥Y 16¥ ¥ Supplemental Examination A= 4

AEERCE
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ol

Ao A%z 559 PAE A AANE AFAA ¢

Wb FRE Aued Bu ohe a9 ANE JEHOE vIE
124 EH(USPTOIE 7133t AslA AFsA ke d5stelol @
ol Alde EE Fade e AHAd A o4 g
571 PE7] Wil 3FFA s 438 5+ 4™ AF Fol,
S8 AA7L 429 G5 e NHAA Qe AP A AL A

(good faith) 2 HFEsA5S ATHA Xk As Tl 7IvH4 =&

o L °" rlo
o

N

FET g A0 =3 ARE ARE AU T3 ARE AE

]_
A ALY AAre AZ1 o] oo =i QA= ASo=
29 Ao nE V)N o wE Fal
A AWE whel o] BEFA AYZ FASNE Ak Husia N5

= o

AE SA9 ¥WH(Clear and convincing evidence)ol ]3] 7142 <%

il

Qzelor Sz o d gui FRA A 2AW doz 1 3

Aol mlFo] grejAolojof & Bt ofyye} AL WMsta A5 Q=

¢

=79 W& (Clear and convincing evidence)g % 4 U&= o8 =

AZRH Aol fFdsta 7 FAA FEolojof 3} whek g

29) Cargill, 476 F.3d at 1364. - “We have held that because direct evidence
of deceptive intent is rarely available, such intent can be inferred from
indirect and circumstantial evidence.”

30) Bruno Independent Living Aids, Inc. v. Acorn Mobility, 394 F.3d 1348,
1354 (Fed. Cir. 2005) - “More importantly, Bruno has not proffered a
credible explanation for the nondisclosure, and an inference of deceptive
intent may fairly be drawn in the absence of such an explanation.”

31) Praxair, Inc. v. ATMI, Inc., 543 F.3d 1306, 1313(Fed. Cir. 2008)

32) Paragon Podiatry Laboratory, Inc. v. KLM Laboratories, Inc., 984 F.2d
1182, 1191(Fed. Cir. 1993)

33) Star Scientific, Inc. v. R.JReynolds Tobacco Co., 537 F.3d 1357,
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i
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§ e AT ARAelAY YA FAT Yrhe slge] oo

A ol 7o) om FHE Ao o]F wdslE 7]
o] A7)d uhel thA olstd i E3] H Therasense Ao A=

114 &4 99 7 - Ad7le RN o5

234 39 (Inequitable Conduct)& &/g2 oz F{Qlo] n=53]74
FH(USPTO)= Az &9 HAdAA AAH} 499 oF(Duty of
Candor & Good Faith)& A7]1#A &2 A& on|grh. wepa A2 3 4l
olo] o] & thalA| ¥ dA9 dAsEo]l EFA A9 HFdd x3E
T Ao B ol FHECl FE EAVE E F AUrh

(i) ol & AAY &A = H=573
FHol AAHA Fe= B9 - Ad7E ARIRA T
(i1) 2 are} 19l k2lo]l AlgtAd #F® 74 (102(b)-Public use,

On sale)= $IRbetal £of 535 W P13

(i) 5314d& AA k7] 918 31919 Testing# 55 AlFsh= W30

o
ro,
)
2
o2
N
”i
FU
=
]
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%
u

/\O]—J

1366(Fed. Cir. 2008).

34) Star Scientific, Inc. v. R.JReynolds Tobacco Co., 537 F.3d 1357,
1368(Fed. Cir. 2008).

35) E.G., Argus Chemical Corp. v. Fibre Glass-Evercoat Co., Inc., 759 F.2d
10, 225 U.S.P.Q. 1100 (Fed. Cir. 1985), cert. denied, 474 U.S. 903(1985).

36) Rohm & Hass Co. v. Crystal Chem. Co., 722 F.2d 1556, 220 U.S.P.Q. 289
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(iv) @geg 4717 A H91e) HA0EA (Affidavio E A5

o

(v) s AAsh7] 91 A dAlel(Best Mode)E 1192 &

olgtoll M= A FHNAM 7HE ZA7F H = AA 7= (Prior

3 FHEH A HIPAIDS-Information Disclosure Statement)

aL
m= EsWe uRESAEA(USPTON kel 442 s
] =

BE QARSI ARAA TS Holdth 5 52 F EH5S
g WA 5HE waA s A0TEA, 299, WEA 5 2U9A

of BAT A AAI Al del weh S5 ge] e wATGHL A

o
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ol
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(Fed. Cir. 1983)
37) Timely Prod. Corp. v. Arron, 523 F.2d 288, 187 U.S.P.Q. 257 (2d Cir.

1975)
38) Consolidated Aluminum Corp. v. Foseco International Ltd., 910 F.2d 804,

15 US.P.Q. 2d 1481(Fed. Cir. 1990)
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BRAA = FRAA %5 FEetE A7 37 CER § 1.97 F
4 2 37 CFR. § 198 40l we} IDSE Al=star o2 A AlE¥ IDS

7F =SSR (USPTO)O ol& <182 4§ IDS AZEFE F=F

(D) WA 578 h= A

IDS AEE vZEHATH(USPTO) thak 9o goja] =z}

st e el BolA N} gae) R Rabsh: elnz &

oleld Ao WA, Wi} SS9 ¥ SHE we A9
of BAHom Paol Ui RSt WHA, F5el Ei ofsh wo] i

Lo
Lo
1
~
1z
°
it
=

s

39) 37 CFR. § 156(a) - The duty to disclose all information known to be
material to patentability is deemed to be satisfied if all information
known to be material to patentability of any claim issued in a patent
was cited by the Office or submitted to the Office in the manner

prescribed by §§ 1.97(b)-(d) and 1.98.
40) See MPEP 2001.01
41) Gemveto Jewelry Co. v. Lambert Bros., Inc., 542 F. Supp. 933, 216

USPQ 976(SDNY 1982) - A patent was held invalid or unenforceable
because patentee’s foreign counsel did not disclose to patentee’s United
States counsel or to the Office prior art cited by the Dutch Patent
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IDSE AZT F A= A= AEAMA 955 FHste o), wpet
A ARANA GFE A e A3 IDSE AETE 7 oglome) FH
WAl (Third Party Submission) 52 AXE o] &sl|oF st} opvk del
o w A3AE IDSE A= F7F e AolA B HARE AT
2R IDSE AT oF7F o= AV #d ARE AEstEs st 3t

Aoz IDSE AET + Atk

(2) IDS A=71%k

DS+ Y AlEeo] 7hedh AL otyw WA A=V F<tl

[-‘EJ

22 A H(RCE-Request for Continued Examination)E %18 s}o]of &}
, 1)IDS A&7k wet AlFstojof st A 7ot EE-stojof st

al
FrE7E @epA 7] "ol

D =993¥ 3719 oy == HE=AHEEA (First Office action)

e
(e,
1154
tl
.
An)
w
=
i
o
)
w
=
it
o
i)
rir
(v
kel
i)
FA
oy
B
e
_\11_,
iy
oft
X

Office in connection with the patentee’s corresponding Dutch applicant.
42) See MPEP ¢ 6009.
43) See 37 C.F.R. 1.56(d)
44) See 37 CF.R. 1.97(b)

~ 39 - Fh ﬁr] 2 E/H



HEA o] H(EFL L A AE AeA A& 48 F5F glo] IDS

= A= + drh. weF PCT(Patent Cooperation Treaty)oll <3k x|
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T o] Eod, dad, 9HUDC A9 duFFdd Aol o
A7 7HA AlFo] Zhedtth AV HE=ALEA = Etol g AH
A (OA on the merits)E oF|stEE whoF Ado| {7} EE Qo
2etoll digk Zo] old, ol Eo] 348 7 (Restriction Requirement)46)

Rbol xohe AdolfsAdl= P Ao FEA(0A)7) TEH o] 5

IDSE &l Alad &2 AArdol ofs) HER ] AAle] k=
AL IDSE T8 Aled ARE 7Ixz g =dol dis A4o]

[e)
FEAE H$ A= AT ALBAE HIFIALZAN 9 F+ ¢
F AA W wkeE A7) 717k AEH IDSE V) ERE AZFEAE W
$ol= A$ B2 HZ A A E A (Final Office Action)E & 4 {IthD

@  @©9 71 AR F, HFZAHDEA(Final OA), 5E38|o] %5~

(Notice Of Allowance), Ex parte Quayled) <4< 7}%]49)

45) ASAAETFRCE)= M2 o] oty =z AEAAAF(RCE) A=Y
o] 37/h Dol IDSE 4

46) Az EPAAY FEEE 250 wo] sl &
H A% 3 2y F ol suE FUUdoR ST AEse AATE
s 273 AYEAS Tah

47) See MPEP § 609.04(b)



dad O 7Izte]l 43 § HFAHEA (Final OA), 5539 &
Z](Notice Of Allowance), Ex parte Quayle A& & o] (L5d A

)7t A = 37 CFR. § 1.97(e)ol 74d¥ =X (Statement) =+ 5

)

dol9 HFA(Finality) = Z23ARATHE 7 HAFALFE5A= A
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48) USPTOE EFAAL viAE dAlol A E3sEo] AAHUAT Formal
Objection®] &A1& 7 ¢ Ex parte Quayledl <73 Office Actions =4
Aol Al dF gt 55 5EAG7E EA8tE 4 F-o Ba=7] vt 535=
Aol oigk AAMA= TEETH

49) See 37 C.FR. § 1.97(c)

50) For an information disclosure statement under § 1.97(c) or (d) or a

submission under § 1.99.....$180.00
51) See MPEP § 609.04(b)
52) 37 CF.R § 1.97(d)
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kel S| Ao #3 T3 AHE FHFT 55 o|Fo LA HAYHE A
3l (Reissue) &= olut Al A A Reexamination) 3 1+5 =& @& IDS

=L >~
IR

il
i\

Al
(3) IDS A= AR

IDS #1& ook #dd SsjA @22 37 CFR. §1.973 §1.98 °]
th §1.97 o] IDS AE Axfol ik Zojebd §1.98 732 A= W
fof 3k Aolt}. T3 MPEP(Manual of Patent Examining Procedure)
Chapter 6002] Section 6092} Chapter 20000+ IDS A& o] F ]33}
dEE A AR o] 7] S

37 C.FR. §1.98(Content of information disclosure statement)ol] =
W, 37 CFR. §1.97 Axte] we} AlEd DS+ EE 53, 371EA,
S9EA 2 7EA R th3k 2 2EHSL 9553 o AR Tl IDS
2 A& AR dolrt ofd Ao B wwalo] o B4 (relevance) S
Admer 4 9leE A% A (concise explanation)51S 7 A& 3| oF

EE= e v=eE5EsS vxEASs = VE ARA
o TREES Aol st YAES] 7} HolAd= IDS MFY
£ ZIAstofob gtk AEAHERI}E 5

<
B ds SHME, F5US /Ay, FASHRE E4
Bl

Ju

o
o

TANE, FAhLE ZIASAL, o SESSY o s/SsHd T
7w dld S AFHE 2 FTALS J)Astelor d &
29 Aol 2w A7, B Holx L Fweld Eak ool 0

55) See 37 CF.R. §1.98 (a)(1)
56) See 37 C.F.R. §1.98 (a)(2)
57) See 37 CF.R. §1.98 (a)(3)
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& ZlAlstelof @tk WP AlEFEElE ARAREC da ubE
(cumulative) 5= Zolgtd 7 ZF dhuo] s w AFRS A Ed )

| 2AEa=s A= AJES A= Doyl Qo) s vkek A3 E
BA pul b S =

K

S9ds gHeA o Ay 5ol A= IDS AF7E 37
CFR. §1.98 (a),(b),(c) 7tAl waA Ltke Aol AFdoF o=
BRATZE B F A 53E5d AAAA AEHJG stHgE o t
Al AlZEsoF 58 tint vl 7FE < (Provisional application)59) 71 of]
el e A A AR gdorz stEYAe disidE IDS A
o] 3&¥A gown wrek tEdd tid IDSE A Eeud v a5
FEFUSPTO)Y Ao met I JHAEE dSEAY H74
T AUtk IDSE F3 AEHe =3 4 T HAE AEo] &
THE AL olvH IDSE AlEFd ek st Algto] HYgES A AT
T Ae AFelgy MgE AlFol Fastt vt MgEE AEde
7

$-2kd 37 CFR. §1.98 (3)(i)dl w& t23% e A=d 2.

_OL

£3] AAA A (MPEP)el w29 IDSE 3 A
710l QGol olel9] Sxolr HAgE 53 B¢
g 53jel &= Ay 53] Tl dolz Add 585 A=
A, i) G Eslol el Folz AAHE AM RIME AEFTAY,

58) 37 CF.R. §1.98 (d)

59) E3&9Al AT 9 AAMA/AAAA glo] 9
AA F=H7F et wE A dSs gR }-T’—Z} st =99l S
YA Zo|t} oyk 71E o] % 1 oo HF& Fo] e AHqf
(Non-provisional application) %l & s}o] o} 3lt},

60) See MPEP § 609.04(a) Content Requirements for an Information
Disclosure Statement [R-7]
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i) g Sslek B 2] AudS AT ow SsH e ALTAE

(4) IDS A&/ AZ= a3
ZdoAE 53 e AdyRAE 25 A gtk wEA &
Aol IDSE A&7 Aol MyPRA} X AE oushA| = &Zou

ZIEAY o2 et P E Fa ARANA oF
BFole 58550l sloE g gtk AAF 550 drstd e 9 5
34 PA7E H 3B E S5 (Unenforceable)o] & 4 1 19 #EH E3)

5% 98 GAE 2obssal @ ¢ Ak

.

A&HEd, 2=

115 A 9 #d 4

() A= SFAL

61) MPEP § 609.04(a)
62) The filing of an information disclosure statement shall not be construed

to be an admission that the information cited in the statement is, or is
considered to be, material to patentability as defined in § 1.56(b).
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63) Petition for certiorari denied on October 15, 2013
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A A Therasense AP - Aol Lol a5 <l Sony Computer
Entertainment Abziell ths] ¥Fo =X Z47bo] AAHES s B
A} gk},

(2) EFAYY] 7125 AT A e AHAE

@ Keystone Driller Co. v. General Excavator Co. AF7165

7F AR e] a
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A=vh JAA-E AR AAFEHA] Ee AHER FEIAA AHHE A )
65) Keystone Driller Co. v. General Excavator Co., 290 U.S. 240 (1933)
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Machinery & Chemical Corp., 382 U.S. 172, 177, 86 S.Ct. 347, 15 L. ED.

2d 247 (1965))
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settlement, burdened courts, strained PTO resources, increased PTO
backlog, and impaired patent quality.
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#AHAs o] A3 FAWYP(CAFC - Court of Appeals for the
Federal Circuit)> ALggoA] #A2=2 &34 82 (Inequitable Conduct)

= 4587 918 F 7HA 27 (Materiality, Intent)e] 715 738lsh=

96) Trial Opinion at 1113 : “Attorney Pope knew or should have known
that the withheld information would have been highly material to the
examiner.”
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@ 1°" Media v. Sony Computer Entertainment
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A9l 1% Mediait= >=#9t 94 52 Entertainment 4R E ¥3F

HEH|t)o] 7t Al Alxa"le] tigk 53] (“System and Apparatus
for Interactive Multimedia Entertainment” - USP 5,464,946)& X {3}
a3 5dztelth 2] SsEwe 1992d 1149 1399 53&4
HAew 1994 99 144 #= 5709 A5 = & A A= A
HAo] glutes olfr® EE 5750 A-HIAY. oldd 53F
AdolfE FH37] fske] 199543 2€9 214 A= E3dEld(Sawyer)
& E3]A 3 Entertainment system©] multimedia call processing
systems EFetes S AT HASR o T3 AE 1680]
b e A AR FAEHEE SH TS BASIAT o 53 A

Ak 1995 5 29AR SRS EAE dler, SIEddS

be drawn from the evidence.
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99) (1) International Patent Application No. PCT/US93/10930 (“PCT
Application”);
(2) U.S. Patent Application No. 07/975,824, which became U.S. Patent
No. 5,325,423 (“'423 Patent”), and;
(3) U.S. Patent Application No. 08/265,391, which became U.S. Patent
No. 5,564,001 (“’001 Patent”)
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o] Faeo EFAH Y9 FWS AHsA ¢ Aldo|rh.  uhnh
Therasense Abz1o] AW 3| gAYl FAo viste] AdiH A 4
kA &2 Wi Sony A& Therasense AFA &2 7F3td oAwkat
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T P9 wWeksk Ao Utk =92 A&EE Few AdE
1.1.6 Therasense v. Becton 372 o] 3% 9] H3}
(1) v=r53 Al&g4+2 37 CFR §1.56 714

v E35] 4% A (USPTO)S Therasense 2 o3 “F Q8
HAE gAgetr] St Qe HEIPAl oo A-HH 73 &S
T3t

MAE7] old AdFE 56(b)E ek FRIVE @] FA
(cumulative) 5] &= Zlo] ofyetyl (i) @y EE o2 gdree] A8S
S 58 TEe] 5dE 2] F8T 7 AW e (i) F9
of AP F& vk = A
a3 AEea sk vk

A RE Therasense FZCNA, AW<wc3d] FoMde, 54z A4

Fo9Mag Alete WAE SheiE, web 5329 Spas

(misconduct)”} “But—for’ @ 7158 FFHA71A] Estpd 53 &Y
Aol BFA P AHEA Levta BAsdnt = E &9

100) Sony Computer Entertainment America LLC v. 1st Media, LLC
Petition for certiorari denied on October 15, 2013
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Sec. 1.56 Duty to disclose information material to patentability.
kockok ok ok

(b) Information is material to patentability if it is material under the

standard set forth in Therasense, Inc. v. Becton, Dickinson & Co.,

-—— F.3d ——- (Fed. Cir. 2011). Information is material to patentability

under Therasense if:

(1) The Office would not allow a claim if it were aware of the
information, applying the preponderance of the evidence standard and

giving the claim its broadest reasonable construction; or

(2) The applicant engages in affirmative egregious misconduct before

the Office as to the information.
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o etk Go WM
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(SNQP : Substantial New Question of Patentability)

111) 37 CFR § 1610 - (c)

- 83 - i ﬁr] 2- E/H



® AHZE (Item of Information)

AR B 7 dFEA A=
AA7E M=ESHFEH(USPTO) L2 dtola westAY AustAy &=
© AAsES aAsts, el 58k dvdel dval oAAAE HETF
EFE] e HIAAFE dA=THI

Ex Parte Reexamination!!®}= &g HZFAAL H e A&
U= AR A Firol Age] vk wEkd S EArE 2l 535
o whedo] QAN 59 THAAFoAAM nHEA FAAY FHEX 2
HAAY BAgeA nHEUE 2 ojd ARE BEANA FA o] EF
A F7F Ak odlE £ Family 5389 AANRAGANA &= AA 7

rr

A=A, g8 53

F-ol= M AR 4o AlFEolof Y

BEAALS] FTeA AT & de ARFF Aes A 12700
t115) 5813 5 (USPTO) A= Aok 22 ARIE] /arts
Agrsty S8 @A B el A7 ek =Aolu A2 s Al

7o =HOIA =], A

(o
pl,
N
sl
5o
sl
o
I
)
v
lo

o
o7

oot

I
2
fiu)
:c&
I

112) 37 CFR § 1.605 - (b)

13) 3% Oigshs GAAE B ofd, 553 Ao she] AUAE 3
Fehe A, el AA ARt FAE

114) 37 CFR § 1.2 , 37 CFR § 1.605 - (c)

115) 37 CFR § 1.605 - (a)

~ 84 - o A2



AAAEE e Augmon Aol

BZAAE B AT AEdzZYE 7]4kste] 371€ Ul s
7} Aok AELe CFR 1.605(4 B &E) 1,610 7+WH-E), 1.615(4F3
2ol Al 21Es T AS AR EMU) wkop AEE A i 1
AzdS A4 5 gty AdEH =58 331 3 (USPTO)S 584

ARl Al o] of e AMEE FASAL AV el I FEES AFY

N
o
-
©
o
e
fl
-z
i)
N
>
ot
v
r\:l
o
2,

2 o}
S5 AR A" 717 Yol g2 kA ol BEAAF H7t S H
FR v

116) 37 CFR § 1.605 - (d)

117) d& £of, A5 X7F HEAAbell Qo] melsojor & Fagh Mafxtzol
Ak = g2 A7 Y7F A7 X9 Family 530 E38 Z$oe= A=

Y& @3] 7244 (cumulative)§l Ao E¥ete] 53 AAE AR X9
Y & Agste] A& 5 ATt

1610 - (d)

- 85 - o A2



ol

St
L

T MEEAEH As"(FHelA W PAIR)S F& #d A
H

ol

BEaAke] 118 3 W9

HEAA] digh 57 EAgle] AlEHY 1 ASd=FYH 344
ol n=533x3E ald 559 F e 43S v ‘53 del &
g AEAHe 2L FA(SNQP-Substantial New  Question  of
Patentability)”7} EZHAF oA AAE HERIFEA ] o7 FH+=
A8 o FE Fegnhll9) ojyg dAvko] gswW AEdH ARV}
“‘SNQP"E oF7|st=A9] oHE Yell= T8AE 5L e AAt
v TR AAF K BEAAL A= Central Reexamination Unitel] A

o

ol dubdow [5EH 29L& AR Az o)

S5 Aol 9IS A= SNQP7E B8l A FelA AAE Fre
ol oal oprjE=A9 ofFol w3 =5 FxHe A T A
TRl B ARIFE] AR FAEGL0) S RPN = 554

of &3 = Ay AP Ay E = Ae] ofyEt R Bl

HEAA G e AFAZRE 3749 Wl “SNQPe] ofiute
AAE T sersor al7] Rl REAA A e AR wwel §

54 girhiol o, AAE Wl HHX 2= AL BEUA A

ofj

119) 37 CFR § 1.620 (a)
120) 37 CFR § 1.620 (a)
121) 37 CFR § 1.620 (e)

- 86 - i ﬁr] 2- E/H



3, BSAA Aol M= BAo] s EH A Fethl) REAAL A
TRIRL S AR Rl ARFERS AT 5 9lom HAA
T ARIR FFEA vk woF WA AR EATE w558
FH2 SNQPE ddst=rl glo] BAME n¥skA Fen g BE
AAke]l A3 Ex Parte Reexamination ¥18)o] H g3t 9o+ Ex Parte
Reexamination°l Al BAAAME A& 5 vk kAR ol d HAA =

et

Ex Parte Reexamination®] Al A Ao #3t % % Office Action®] -5

B2 fAlE B9 Ex Parte Reexamination Ax}S HWgtslo] 73

g FE Ak U@ Ssd o B ARARe AAEAE Ak
M 44w g weh 1 Ao £4E FE vk

@ RFZAALY] S A (Certificate)

BEAAE A= CFR 1.605(4 ®.3+5) 1.6100% 7-H-8), 1.615(A

122) 37 CFR § 1.620 (f)

~ 87 - o A2



2] il
= A (Certificate) 2] AA S =207 FEHCLIL) ojzfd B FAA}
WA= BEAA A9 E8AAT A 7 ARIFgE g
“SNQP”e] A7] o Fo #§ n=5sdxA e AdAdrt 7edrhizd
LR BSAA SHAd e O BEAA BT AlEde] E7]EW 2t
H2O SNQP A7l o F-&= FAIET whef BHEAAL S A

s} o)adke] AEE tal SNQP7F AVIHE Aoz AtAny} 7
=5 Ex Parte Reexamination Ax}7} 7A€t} o] 2fgh H
BAE AAA o R TEH Tl 5o w3 7] F] AR R
e

d
)

HZEAA o] W2 Ex Parte Reexamination = A = 3 %ol

0 XA (EPR - Ex Parte Reexamination)

BEAAL S8 A (Certificate)oll sl & 7-&kol gk atit o] 4o Ar
5ol “SNQP"7F A A E W Director= 93l 53lo dia] AAAF HE S
W2 125 o]k A= Udk FA126)9] Ex Parte Reexamination &
2ol uwhel Wy e vt 549 Ex Parte Reexamination 2 }of| W] 3|

B Z A Ao whE Ex Parte Reexamination Ax7F ¢ & & 35 US.C.
§ 304 A =A(Statement)E A= T githe Holth 5, EEA
AL Axte] wEl Ex Parte Reexamination©] 7HA1E = 5o & A
3k =% Office Actiono] W 7] Holl= 2 SNQPel g oA xls=A

Az L BHAA AEF9 713 7F gl dute] Ex Parte Reexamination<

123) 37 CFR. § 1625 (a)
124) 37 CFR. § 1625 (a)
125) 37 CFR. § 1.625 (b)
126) 37 C.F.R. §§ 1530 - 1.570

~ 88 - Fod e ﬁr] 2- E/H



aEsof & FHo] 5o tAER g o] AR RF AL wE
X

Ex Parte Reexamination®| A= HZ=AAL A oA &elg SNQP =
dy BE g o & 5o 55 HeE Wy ofyegl YL d4E
S = ol sk}l o] ¥ 3 W EFAAbe wE Ex Parte Reexamination

AR AN FBA 8 FaA

(3) Supplemental Examination(X.ZA1AH 2] a3} 2 3HA

AR7E BFAAL FANA =AY AAEATAE 1 AR
o #edE golol FAsIY 53 dele] 4 AE7Hs (Unenforceability) &

s = qF "

ork BSAALE Fd 54 EF4 d9E Aot 55dAS X1
5o g AAR o] HFAAL ARE o] &t = AZHA AlCke] AUtk
%, WS AAE A sl7] Aol dA agdA B34 9 #dste] FA)
el FAol A71E 99 “Federal Food, Drug and Cosmetic Act” §

505)(2)B)(v)(ID)ol wat E3HA7F 1A (Abbreviated New Drug

Application Notice)E HFslA B84 P9 AHste] FA < F4o)

A71E Agel= Beartel o =54 g9 Aol AF¥A gt

Tk mFAA E 7o mE Ex Parte Reexamination -7} ITC &%

(19 US.C. § 1337(c)) %= 5384535 US.C. § 281)o] A7]% 7]

ojdel FRHEA Feohd E3d A9 w- Apdbo] AFEHA Feth
B

FAe SSART B4 A90l we 580 FAAY

mﬁ
_1>~1
o
fr



QW EHA AfEI] A A aFlA T FAL v 24
(3]

o= #d B4 9 AdS AFE ¢ gles 3 Aol

—4

HZAAY 1o mE Ex Parte Reexamination ¥4 sl 535

Hate] mla 5 dmdel disl Azbe 71489 (material fraud) 7}
FA A, MEEFFREAS ATFY A FE x2X 9 A 1
AzEst 713 9] AFSFS Attorney Generaloll 343l A A3 Z2XE F
T UEE 3 ol 3F AMd2 vdE FHusta s Be
th. Azket 7|39l (material fraud)e] 872 CAFC7F #43dd
Therasense &3 42 B3 Y Q4o vla] 7 HY7F 2 Ao
gt 3 n= 55 gol A4 7193 ¢ (material fraud)7F 3

st &S g E HEAA = Ex Parte Reexamination &&=

BHEMALe] XA Ex Parte Reexaminationo] Al E3E WS &=
A MEZE 5 FEo] AAFAY A" A9 BT = e F

& A (Intervening right) 3 Fde] &= 2 (past liability)oll sl A=
155 (Reissue) 53]e] #s 35 US.C. § 252 2 AAdAL #$ 35
US.C. § 307 iAol A& 19k U a7t Fojd Aot

nEAAs BaE FAe ol wEAY 5 /8 w4 Uee
3

N

Agats Aoz A HNE o B o Zo, Lzt AAA
ToR AR A& F A 2 A3 JRIE BEAAE B8 44HY
o3 ah et , NS

- 90 - i ﬁr] 2- E/H



2 % gdedl folser .

(4) IDS L7 #3F HiE%E (Changes to Information Disclosure

Statement Requirements and Other Related Matters)

© #3 IDS A= +AH

MAE NS Bel A9 Fol AT Hx A A IDSE A
299 DS 459 2 B dv A=
she, 7 e A RE AAbeel A

127) A vk g d
[e]

w- RN e



UREIDS AlEel Zag dds g5 o= #Hxdn. ofstol A= AL

A&y B IDS Al&=ade duuaar g

(i) E31&9Y % 1Ist Office Action 25 i (1x} 7]7h)

BN
_\:L_l‘
_O|L
rlr
o &

¢ 2002 xHeA Fuetx Age] Folx Fr} 257 o] A
g ek At goivt okl delz 448 Ardl Aol A
=9A2 F7F A 87 (Additional Disclosure Requirement - ©]3}
ADR)& WA Ak Fch thak, vimEdo] tgshe daEdad A

AeolE B Az 2070 A5A S

810 E3EA Fe=

T
oj
J
o
2

(i1) 1st Office Action ©] FAA R g (23 713

d4s ADR 8748 w3t 131 AA A7 458 o] S H-E
£5]o] SAA Y TFEY olHMAE IDS AFo] 7hssttt o] uwie=
BE  IDS  AEAEA d3e] AW A (Explanation)¥ Rt ofy g}

Non-cumulative descriptionl29% A ZE3slojof 3t} thwk nj=Z o] o

off

128) oW &3¥lo] IDSE Al FHolof =4 L o]FE AHste ZolH, o 7]
= CD TS A&sA E FAAQA EAFeature), 27 (Showing)
i WA|(Teaching)st 283 54 o5 S F d=s £d Aw
(page/line)ol] st A 2 @ 18]s B4 S #A&Hste] 19 gt
Claim®] FA4< W& T ol& Awtileles WA 54 FE349 o

e Tgstelop dh.

- 92 - o A2



¢

2
09‘:',
N
>
i,
B
O

>,
>
22
=
2o

il
2
i
ol
rlr
o,
o
2
rir

gate J9FEAA

vdE As AL SEFEH HE ol A== Ae AT

A

rr

g}o] A (Certification) =S A =3tthd  Explanation®} Non-cumulative

descriptions A &34 Fol= H o}

(i) &=3]o] FAAM T o]

T
ojfl
Jft
kil
b
-z
=
)
_>|4_‘
N
L

E3] YoM Aoz
ZHE 379 o]

7
A &3t Aolgt= &AM (Timeliness Certification)®} €74 Patentability

i
e
(o
r o
o
dlo

o
fu

4
Ry
i,
e

Justification< A &sleiof 3t} Patentability  Justification-
Explanation® Non-cumulative descriptions ¥3tal™ A G-3 H A o]
sl A5 53]l tigk o]

# EE 7Y nAel gk A% ngst §
A Sl e ol E A

How zgataof g},

(iv) 528 g5 o]

o
J|m
ol
of
Jfu
=
N
by
X
™

b)

42} 717 EetolE= 5223 2449 37 Timeliness Certification

¥} Patentability Justificationl30) A J{FE EF AETo2ZH IDSE A=

129) AlZ3steE 3 sk IDS AR 7F o] doly dAje] IDSoA <18H g &
AALEe] o) Q1&¥ HEIF obdS AWste oW, of7]d= 7t ?_]%
ol Jde FAHA 54, Ay, wAo B3 AuE 7| o= 1%
OA o] %o vk 8 ¥t}

130) Explanation, Non-cumulative description 2 A|&¥ IDSo] S+ X*i a1l

ojdel 715 Jv B AR BHAA H¥go] EIE WS F o]

H] 5

e 58 E B & o 4% Claimeo] B4 93 IDS JH &

—
[a—

Hi&

érl

-1N

w- EEART)

e



st 4= o} Timeliness Certificationo] A= @& DS #& o] 1| =& ¢
&3t =9 34 S HAA A5z QA& Auo|AY =4
Qo] Agoz dA A F=2HYH 37/ME oo AEst= Aolge A

A Z3lod o 3}, Patentability  Justification®  Explanation¥}
Non-cumulative descriptions sl E3A = A7 dig 2
A9t e HA e A BAY A EF A I o]f= &

% EFstolof @t

iy

o

1.2 dEolMe BRINA o

AdEo] EFA A9 & Fo2 "= vuds o 7
Folgt & 5 Atk "= ABe n=53YEH(USPTO)S doiz Al
o due BEeE TF9Y 9 (misconduct) & &L

Hoks wf d¥ELS v5¢] IDS(Information Disclosure Statement) #&=

ob §Abe AETS e Qe Aol ol ARe] FRAA

B
@
X

S
s

5
Que Aol A A Bastel 19049 Aol Aol “ W
o %4, 74 % AHE JAstelor FTR Hof 9ot 1 F

B e Skl "I EHe] Haks Ve ZoklA S AN e
(@

Jm
e

N
L
2

A7 AN = e AR WEstal FEsHAl ZA sk of k= A
b

F 2002 9€ 19 ol AAAE 3y AdFAS E3t




2002 49 179 HE A2ds = FAA ol Ag7E dH ZBERE VA

e AL oFz BashA Ho] 2002d 99 1Y o]F HYHE LE B
o dsire #Hd AdrlE JRE VA ES shth

olf)gt MPrle AR AV oFstE wAoRE SsHclgte A
o] ZUYETE 20dolgt= AVt AR ¥oRA AHE 51T F
A AEe Agolr] wio] Aol A §izste] 58Ed 7
Aol Ede] dal YW A& FHE NAES = e FAT
Ao Hol 2002d 53 MBS &3t a7« £ BEAAE 9
- 3}3} G oh132)

A7l 38 AR/ oF #8983 A4S 5398 A36x A4

2713 ot} E xS W AR dHs Ted W e 22

131) 22 23 HAA Ao #d AgEd JRE AR e E9o] Zol
Z9Y2o] & = AHMIAEHA HHIF FEFA FEIFHA ZeE AH A
(http://www.jpo.go.jp/cgi/link.cgi?url=/torikumi/kaisei/kaisei2/houkaisei

_h140417 .htm)
132) http://www.jpo.go.jp/cgi/link.cgi?url=/torikumi/kaisei/kaisei2/houkaisei_
h140417.htm
133) =1 fE Frir & 520 & 5 b 7’“ 5H& k. RIS 5 HH A gk L 2 HE
EEFERTICEI L g 7w,

4. Eﬁrﬁ‘%zﬁmﬁaﬁﬂmaﬁkﬂ&@’%Eﬂmlﬂiﬂui\ ROEZIZHET 5L DT
TFILIE % 5 7% v,
L ZOEWNCHE T A SRR G P UEE - S s R A
EHZ WS, LFZoS5icBnwTM@l, ) o b, 2% L5
ET L EPEFHEORICH DT Wb Lor b b & &3, o E
DNAEEW 255l 2 L2 AT o XM % DA & o STRR A 138 W12 BR
THMBOELGLRL 2D THSE Z &,

- 95 - o A2

- Bt
e e AUl Pl



535 WA sk A7F SslEd Kol 2d499a fdo] e &

stz AL ohm A TUE SR SEAn duee 4g4o

134) #HE- /A fEot FAVE X, BRI = ORISR VIR S Ic e T
DYUMERGEZL T we o s & &3, HFHBEACHL, 208 %200
L. HAoWMzEEL . SREZRETI2HE2522 20 TE 5,
CLBR A FNTE I £ B I o BLH I D v T sl )
135)  Zpu-JufE TR FFTHEIRDOESONTNICEZET 5L &
X, ZORFHFHBICOW T2 TXEFoOECE Lo T % 5% n»,
(Fhife A7)
Fi. BHEOBIEIC L 250 % L2 EaTho T, 2 odir i i E Iz S
WTORIE L IEERENIRBICE ST L B = AKEMEE 5
CHET 2E 2T e bhwnwe X,

136) HE T BHPNAOESOWT AL ICELT B & X3, 2O E
WA B 2 220w TR E A RT B 2 e T2 D, (R
e )

~ 96 — o Al 2 E/R



Q

Al

A H 7N A]

1

0
yul

lo] dggzatzel df

o
Ris

)]

-
-

Aol ofuet AA}

588

-

o

gur Alele] dEHom Agy

=
T

o

o

il

A ©dh Algkrh A

5|

Aol Wt

3

A}

ki3

s

tols Ad7s JRINAE

°©

~

_z_.rl

RIPARIRY

o
pal

2l
o5 Al

Z]
S

A

-

s

H7] Bt

°

79%_

Aol 2

=

E
=

=
=

A7)

ks

)

g el

cal

)

A 7]

NI

1~ @DE W

o

sl



3 AuEold Jriw BEAe HAZA 2ANEE AN GE A

o] bt s},

137) o IulE PEEFFIAT 2 2 & TE28EME Lz&IZ. RICRT 28
Hzlrs, Z2OEHICOWTEHFE2Z T2 ENTE 5,
= R I HARBIN USRI B v Tl B S Lz FIf TRl &
72 BEUA ST FGHAS MR % 58 U C SIS FIFHTTAE & 70 o 72 351
138) o PJufle —. Fraf AT I H ARBIN X3S B v TRIRA S L7z 551
139) e . R HEBETIC HARBIN LA B W T AR E % 2 L7z
]

~ 98 — Fh ﬁr] 2 E/R



EIE~
e o =
2 7 0 X 7
o 70 %_ N Mor
~ ! — —
bl u| nh 3 = M_, o}
_ __AO EE \_ﬂo U.._ _ ﬂ
X = Pz o % o
oo B =9 e = Gl l
;O.._ [~ T 0 ﬂL \mo —_—
Gyl &Ko o 15" X
M- ' M B gl b Mo &
—_ = K ~ PES X
) = Un#_ " s = o+ X - ) > K
1.% h ol ~ o EO I= fa)
™ I = ~ =) T aig 0o~ X
B- —~ ° . e o o xH E o X -
I e B > a = ) 5 4 A < o
m_- ‘miv O ) 0 UT._ ul —~ = r = K ot w_.\_- )
erao o;@r@ ) ’ s %ﬂ% i M%a
=y m I % . al o B % B ,ﬂT o i 2 Ly et} .
7 oH %O 0o i 3 oy b 3 X < X 3 g — ° wr g
nor w T A = w E o I T B - D
) il w_.ﬁ < 2 _ ~ B~ =) o L r o% - o =
¢ 5 mmm X W P Ame i o = W wm ~ T AF o o o
o~ M o e ; i
~ = — ] B J@ TN 5 N JJ B- G o}J M e e T % 3
" a_afab L i B R i FIED
.Mm = = = 2 FW wjr o o 3 = Woﬂ M _M#Ao N N ‘% _Hm = -0
o N
= 2 70 = = op Ho —_ RO H R o) © =0 ™ X x B
) = 5 = ° S B o W o B <+
w P = g o " m g N 5 o< S
g P! m o o o X o o w =T P = o 4 B
= 2 R 7 " - rw . 5 : v SR = @%W%
i s s ﬂy}@}_xuu T 2 agmmaﬂ 1%H\
EE = o F 7w R° N s 0 A = ) = =g RN R
w = Ho = o = L ~ s W e
2 5 5 P B 5om R 5 I = o )
i T W o o X o N pN J| —~ /m\ fae a Gl o 3
ﬁﬂg_1ﬂ€9cﬂvm ﬁomﬂﬂho@J%g LTEE
T X = = 1 %) E —_— HE lo o i ‘MV_I i oo il 0
= m B T W e - > moo x D = M o o %0
—_ i xX = O#E 1o 7l EE ° - T ﬂ o —_ v Nlo i l‘w
< ® o e W T Bo w© A B X » iy
» = o = o o oy = B il I Uy W v
< 3 - = X wo R % G o X G a ul n o}/
— > o E 5 7O o w ® o o
| = . =0our ﬁ i Eﬂa e JJVl 0 Gl
g o P ! ur X
= o ol ) r a@.ﬂeﬂ e
I o o Eaﬁw_ﬂﬂ
8 m Gl Wl m uﬂ "o
0 : = <
A ° Ho b B
) i
<
—

- 99 —



o
Np

s
o
g

o]

F

3
il

pa—

0

0SS
!
™
)

B
i)
A

)
~

Ho
i

0
sl

B

0

-

)

]
H

=0
_E;
e
il
m]

il

0

N
e

—_—

ol

B

e

zof ARGE AR of=2E X 2AEY &

of=d #X 24 =0

=
T

of AFgE o

of AHgE e olad #x %

o

AJr

o=

=
RN

d(hinge) & zt+=

H

AR saEs FAAA T A

o
A

Bl
HO
e
o

o

=

XO

!

0

oA BTt} JiH ks
(hinge)E ztx= o2 FAE wlolA72 Q

B
‘Zfi

]

g wge

s

I

o]

INERE

s

53E waz

’

o
K

— 100 —



;OL

ISP

3o &

)6]'

HU %

o
ﬁo
B

)

)

ok

™

o]

&
ﬁo
J)

-

™

TEE 7HA

A2y

1

0
yal

S R

1

<

T

=
=

ol A7/ dANAY 53]

] Q]

o
S
Ris

=
=

]

&

E3H 436z A4

@

)

Gyl

A

(o3
=

71& 2Ab A

o

o
il

)
o
A
)
il

Aot =

1

0
yl

Ax 9] A

=
=

) =3

2

il

o)

o
A
3
il

ofp
il

o]

o

o
W
)
il

o
J_AO

A

ox

=

o

el

o

i

W

,mo

A7} o

s

g Wz

53]

A ol

531=

(4)

- 101 -



¥

2]

=
=

]

1o
il

A7}

e

S3ls st

)

A36x A4d A2

st
B
-

il

—
o

el

o
ﬁo

o
=

w7k gl

rvze)

s

Iy
il
<o

X8 7]

-
T

o]
AR

ok

o

N

—

-
pje!

—_
file)

p—

0
o

Ny

—

p=H
=

I

A 2%

&

=389 A36zx A4

-

,mo

=

Ho
e
il

ol A =

—

0
G

il

3

il

o

o

| zejst A8 7]

9|

Yol Egol A

el

&

FAY A WA (written statement) = 123 W

15

=7

AEE

=
=

(divisional application)®] 1t}

2]

H sl
i

oF Ft},

(converted application)©]

2]

WA=

o

Ho
el
Mo

o
sl

o}

G

Ny

o &3

2]

et
<
e N O
<X | B |
Flro | T |
\Aluﬂ _&.E X — _ZT.: _ZT.:
Al 1o o op| o o
s wr o Wi
wr| Mol B | T "
woW T
)
e
o o
Splep
BTl | T oo
FIBIN ok i
LT pler p|e
ﬂgd#%%%
| e ®|T
ol ﬂ AN AR
;OE ﬂ
] "

- 102 —



dRel 71

5

R

Hx A N A

1.24

dE 1A

]

;OL
i

(1) A3

A w7

Mo
Y
il

p A

@ A A

714 Rt 71 R #

1
o

]

o

¢

% (bibliographic data)&

il

-

Ny

A A

<

A194z Al

—

kel
El
—_
o

vze)

el

e

7F BAA Nell 71A &

<

A2

)

531 A36x A4

1 A oA M (argument)H AW = A (statement) Al &S

<)
o] o]

1.

3

g7}

T Th

A=

s
il
ex
e
ol
[mt

st

FofoF

S

- 103 —



AR7L B A A A AHTE =

ki3

of o

=

il

.

b4 wrojol

S

71 A

;OL
=3

Eiass

dEEEE:

d AE7F sl

A o]

7 9}

-
R

alg

]

1.2.5

7] e 1wy

}3

HE F7

fvze)

A

(1) Ag=d

Hnew

5¢A}

HARE

ey

=
R

B

ol

A

531 Al A el

7Fell ol = A

=
T

matter)

i

sidst™ 84

o] F7el

)

BAgL AtA

7veh=

Qe

& &

E
=

T AT

— 104 —



Ryl

Aoz Al 714 A

948

TH

?.

,.n_vmo

dret &= A

e

B

)

T

il
)\

ok

o
&

;Ilyl
BO
Gl

oy

e
)

il

Fteof

g %7

B

Y
op

o
ol

o

el

fvzel

o)

o

Ny

e
o

;OL

o #

e

o

dE RN

]

;OL

R

%)

A

1.2.6

3 AR

al7
<

a7

]

my

vzl

of f

;i

A2

5}

A 36z A4

s
3
il

o)
"

—

<H

SE

[ I=
AN -

1 714 =]

;OL
e
7

—_
file)
Y
=

EE
il

A7l &

Appe

Al
o

s 548

A A48=27 Al wt

O 4337

71 A

cEE

ki3

ow 17

o}
=

AGETE 71 = A

A

@ AMYrl&E

fpell =

=4

5

o olf7t NEHelA YA, 5

o)
9

3FA]

%
o

£l
ol
el
mO
Gl

Ho

o
ol

il

oF
TO
gl

0
0

el
HH

0

B/

o

AEE

orom 3k

AA]

B7F 7] A = o

(cl) A7

3t A A]

=3

ol gkar 7]

=]
RN

Ag7iErts 4 7] o

o] =
BA

73 ©]

Gl

— 105 —



q A =

H 7lEEokl A

&
ﬁo
I

o)

s
oR

il
)

@ A&7

AR 71 A= oA 1A

9|

of i

= s ZsoF & Al o]

o]:g;

2=
=

AHR7L 7]

5

() A& &

!

M
o}

a2

ol
=

oF
TO
K
oR

lny

o

B}

sl

(q2) AAY71& =

A

J)A:O
w7

Mo
o
alg

o

)

Ak A

1.2.7

— 106 —



o 7+dd A3

<

A2

5}

ko)

A
39 A6z A4

=

R

&)W A48z 974 uw}

=
=1

(1)

—_

0

!
_ZTc
)
-

]

=
=

13 7]

A
Q4

ki3

EA o Aol F83

Zol7] o

-

1

A

=

R

E3 W A48z 97 u}

c
s

=
LN

28 e =

9|

71 4
2] qiel R&E = Aol np

=2 o
=

=

L

247}

=

pu

S A 48% )74 w

=

o, Z=3 TA=

5.

, E3W A48% )79 u}

NeAoR FAe] FEH AAE B

2} A]

=

=

Al e

=

=

ARolf5
FAsh 1]
o154

b

B

2=
=

%) 9}

=

pu

.

A48%= 2] 7w}

o
A

T7IEol B A7
)

1
=

0
yal

PN
T

1

AE @

=

1

ks
pud

Sol, wep Felr)%ol el

=

S A48z 979 <

o,

3]

A
T

Al &

A2 WAAM ZTALAC A =Dl e Ao 75 A o

% A48z 970 9
s|% A48z el70] olF EA e} Aol

of w t}

73 -5-el,

AL

)

a4 of

A

<
T

3= o]

]

A7} Al R

e}
&

29

=

=

A
- 107 -

}

)
pad

A&7

-

Aol FEA 7k A&7

bol B

=

R

SRy4

=
=

=
=

F7

kel
=



A=l
1.

)
yal

s

FofoF

°©

WA Aol FA7F wojof

3]

A

olfrE TAALRE 7|4

3 A48 )70l o] &
7lEE Adgrie EIAR AL B

=
-
3

A

5]

Mz AdlwF7F 571 vl

o

S 4482 9] 7(A A o]

1

]
yl

=

=5w ARz 7e] o

3 A7 E £AFEE F7H

gl o

(2)

]
o

wjr
ol
o

N

3

-

ol

]

sl

Mo
3
alg

143 Aol Awnr ohje

X

—

Aol 9] ¢

‘.mo

Mo

;oL
il

;IVH
Bo
Gyl
)

—
file)

I

;OL
il

—
fite)

)
—_
file)
Ho
ol
el
oo

o
Bo

Ceul

15
02l
@

a

Fnew
6

(¢

2

o
<

3
%

AY7lE FA}
A48z 279 &

[e)

H

2, A< el
H

-
T

wAe A
A
2

3]

E

7
=

-

s

7]
&,

ot
s

T
3]

pul

b1 9l

o 7}

60 oltt.

]

30 oltt.

1l

R

5185 A

5
— 108 —

L

201
Aol g

[<)

=

PN
T

$ AW A wE oA ols) A7)

7ol s gd

Aol o]
718k A A7E ol A

==
T

o, A BAM = M7 Ad7ls EAA-R THA

sl A48%27 A

il
o] 1
MLolm 71} AL A7) ofd =+

Al
o
Slg

=

WA 830l
5

matter) 2

141)



[e]
s
Ad7le TAEE MM 2ds SFAINA X o= Adolw

(3) A&7

tf
Sl
ot
ol
f
=
>,
ko
o
Ho
[-*E
o
=
i
X
i)
o
Ho
offt
)

E5H A48x27 A wE FA 7 AFHAT ol tE] EFHE
o] A HAGAN EE gAAME AZsFP o s 5 A36x

gho}, (535 A50F142)
ESH AS0xE E3W A4RF 7 A wWE EXdE BT
Am

53 E o] oAHds] Adqrle EIAR NS FHA7A

A7 AYE A Fe A Aol =

E3Y A3z A4 A2E A e AYgriE TR JAeA

]
of
By
et
Sl
rlr
2
iu)

1@)%ﬁr%(ﬁ%ﬁmmﬁ%)ﬁgﬁi iz g NEFodEEr L L &7
5 &, R A CE L. ﬁ@mwm%mﬁt A oM % R L
ﬁﬁi%kmféﬁﬁ%%z FiE b v, 72720, BbiEo
B — S NEE=S5IcwmTa5%5G (HIE/E(% SIRTF 5 EICH DT
2. EfEOB BN E HE TRIEDHIEIC & 2 E Lz GEIclas, )
CBWT. BATGEEHOBEICL 2 TOWREZT 55213, 2ol

N T,

~ 109 - i ﬁr] 2 E/R



Nfo

ﬂo

‘.n_vmo

—

il

;OL
=3

Eiass

}of oF

S

olfrE TAHoR 7

FA] ka1 A E 7]
of Ao, AALTE

°©

B
s}
=

]

A
vl

=

=

Adoli45 A

boll up&

H
fe

B oA 9

veel

ey

o

Eiass

7] 8o} of

\._m_vo

A48

)

il 37

(4) A-eol4 FAl o

7]

o

A& BAYR

T A

1

ol

A

—_—

63

o
il

o)

o

Ny

)
il
of
ﬁo
ol

o
<

el

0

1l

file)

N
i+

Ho

ey

sl

9
AR I

.
= O

}(new matter)

<]

ko)

nge AitAk

Zeth

b AE BAAY 9 AE B8 A7)

1o} 385 A

T

PN
T

7ol S8
Akl ol

=
T

A

WA qE BAXA EE AT g7

- 110 —



e A9, B 04e B 497E FEYR ANHAAT A

A% AY7)E FAARE] AL BEESA ANND S, WA 1

o= sFEA ¥

13 oMol ARAA o5

=
X
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BS wf FHe& AR FASEA B9 IDS(Information Disclosure
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Statement) A =2} FAFSE A =TS 95t = A Aot ol #H
o] ARIMA ALS FAoR Ay Euzt )
20009 FHEIH(EPO)S =AALS| o] W3S wkdsta A HFo

284 FUE A8 7Y E3F 2 (European Patent Convention)2] £
MAL d3lddct 1 23 20079 1295 g=Ho] wragxE EPC 2000

of a7 K AFo] thet Article 1241402 2143519

143) -t JufE (E@mﬁi)%ﬁﬁu\%%&I#ﬁ@%bmmiﬂ#ﬂv
LT EEE. FoRTFHBEICOWTHERz I NEF ok ecs Lo b
% b %\,
o REOHEIC L 2@ E LS G Th O T, £ OB U HE IS
WTOMEXZEWLEDHMIC L D TH & BH < FARIGEEUIHSE 5
ICHET 28R T o b v X,
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Article 124+ v]= IDS(Information Disclose Statement)#| =<} A}
gk A=t & 4 AAIRE vl IDS Al Eo] 5ol Hlete] A E WL A
BAE oFe & 5 Utk

olggt 20073 12¢€ AMdr]l& AHH AT #3 Article 1245 =<

gk o] #d 74ES /A (Rule 141) 2 214 (Rule 70b)3HA] 2011 1

2007 124l 2 EH FHSSIY Article 124(°]8F 5319 124%)+=

THES Fol SsEddelA 2y ddste] AyT|e JEE A=
L

Ol
o

HE Aol &

al
g AR FHES Y ddAdol s wHd B Adrle JRE

144) Information on prior art

(1)The European Patent Office may, in accordance with the Implementing
Regulations, invite the applicant to provide information on prior art
taken into consideration in national or regional patent proceedings and
concerning an invention to which the European patent application
relates.

(DIf the applicant fails to reply in due time to an invitation under
paragraph 1, the European patent application shall be deemed to be

withdrawn.
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ESY 1242 = oln FHESFAH(EPO)°] FHES YA =9
I} FEst 2 5 Ao A ALY AYriE ARE AESIEF
8T F ASE AT Aoy, AFHoRE FHESHOZFE
a8g AEFL T EEATHD)

(2) 784 % Rule 141

2011 1€ 1958 2E % Rule 1417 Rule 70bE $HESF =99
oAl FHESEYY $A4Ad T4 7x7 He $AEYS F9et e
7o) EF Ao WEtE AP xAL AE AMRS AEFEEE A5
ARSI Yt} o] AY SAEHUT ESH o2 HEH AYPxAL AFE F

Uk Rule 141(2)0 wawd, +H 58] dA o3 5483 74
a

ol e Nz AR AFY Bast gA Ak Z Wt &
FEHEAe] Ar} v EE gao] 298 538 SHA FAtol

145) http://www.haseltinelake.com/admin/publications/EPOnewsletterdec2011/

DownloadPDF
146) (1) An applicant claiming priority within the meaning of Article 87

shall file a copy of the results of any search carried out by the
authority with which the previous application was filed together with
the European patent application, in the case of a Euro-PCT application
on entry into the European phase, or without delay after such results
have been made available to him.

- 113 - o A2

- Bt
e e AUl Pl



Ll
e
2
do
i)
J|m
e
oX!
o
t
c
m)
O
(o}
D
Q
=
)
D
8
o
=
=
(@)
(o}
@]
S
5
i
)—U
@)

147) (2) The copy referred to in paragraph 1 shall be deemed to be duly
filed if it is available to the European Patent Office and to be included
in the file of the European patent application under the conditions
determined by the President of the European Patent Office.

148) EPO°l 53 &S Mast 49 EPOA AFFALES 233t Axps 55
SN A TR A

149) The declaration of priority should preferably be made on filing, but can
be made up to 16 months from the earliest priority date claimed. The
applicant may correct the declaration of priority within 16 months from
the earliest priority date.
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(3) 2144 %" Rule 70b

A% =@olvh. Rule 141Dl W& A= 534 A=A A3zl
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129
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ST APRAF AFYE AF I FHESHH EFEHo] X

= E ok ASEM, 2011d 1€ 1Y ol %ol S5 B +H 535S

B9 Afols REY(parent application)?] &P Uo] ofd H
HES Hol| A4 o] Al MPXA A3E A= o F9

H
o, vrb A AzAL ddpmo]l REdddAM olv AlEe]

150) (1) Where the European Patent Office notes, at the time the Examining
Division assumes responsibility, that a copy referred to in Rule 141,
paragraph 1, has not been filed by the applicant and is not deemed to
be duly filed under Rule 141, paragraph 2, it shall invite the applicant
to file, within a period of two months, the copy or a statement that the
results of the search referred to in Rule 141, paragraph 1, are not

available to him.
151) (2) If the applicant fails to reply in due time to the invitation under

paragraph 1, the European patent application shall be deemed to be
withdrawn.
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Abstract

Comparative Legal Analyses on Regulation of
Inequitable Conduct in the process of acquisition of
Patent Right  (/n re Duty of Information Disclosure Statement)

Jung, Pil - Ho
Department of Law
The Graduate School of

Seoul National University

A patentee 1s required to exactly disclose an 1idea or
information to the public as prerequisite to the exclusive right
according to the patent law. The 1idea or information 1s
disclosed by the two ways.

Firstly, the idea or information 1s opened to the public
through a specification in which an invention 1s described in
detail. The disclosed idea i1s provided to a freely literature use
and induces a better invention to be invented and ultimately
contributes to a development in science and industry. In order
to achieve these objectives, developed countries in patent
system, such as the United States of America, Japan, Europe

and Republic of Korea, regulate a method of disclosing an

) O
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invention by law which i1s similar in the above-mentioned
countries. In other words, when it comes to how to describe

an invention in a specification, the specification shall contain a
written description of the invention, and of the manner and
process of making and using it, in such full, clear, concise, and
exact terms as to enable any person skilled in the art to which
it pertains, and the patent application will be rejected or
invalidated if these conditions are not satisfied. However, in
case of the U.S patent law, an inventor shall set forth the best
mode contemplated by the inventor or joint inventor of carrying
out the invention when the inventor knows the best mode at
the time of filing of the invention in accordance with USC 112.
And 1in Japan, even though it 1s not mandatory, it 1is
recommended for the inventor to disclose the best mode in the
specification.

Secondly, an information with regard to a prior art which
can be a background of the invention is disclosed to the public.
The disclosed prior art makes it possible to examine the patent
application much faster and prevent a defective patent from
being 1ssued. And this obligation to disclose an 1mportant
material for patentability differs from country to country as
follows.

@D In the USA, it is regulated as inequitable conduct in

— 140 — ~’rj ﬂ‘].—‘%- Eﬂ



accordance with equity law In case someone commits an act
contrary to equity such as affirmative misrepresentations of a
material fact, failure to disclose material information or
submission of false material information against USPTO during
a patent prosecution. In addition, a range of duty of disclosure
1s much wider than any other countries, and a patent will not
be invalidated but be unenforceable if the inequitable conduct is
conceded. Especially, when it comes to "IDS(Information
Disclosure Statement)” which refers to a submission of relevant
background art or information related to a patentability to the
USPTO by an applicant for a patent during the patent
prosecution process, the applicant has a duty to submit related
prior art as an IDS to the USPTO from the filing date until the
1ssuance of patent application, and this duty extends to anyone
who 1s 1nvolved 1in the patent application. Whereas the
inequitable conduct had not been cured only 1if inequitable
conduct issue happened in the past, recently a new patent
system, so called, supplemental examination was introduced by
way of an amendment of patent law, and made it possible to
cure a defect due to inequitable conduct if the procedure of
supplemental examination is finished before a dispute regarding
to the inequitable conduct occurs.

@ In Japan, it is required that where a person desiring a
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patent knows, at the time of filing a patent application, any
inventions publicly known through documents which are related
to the invention, the detailed description of the invention shall
contain the source of information on the invention publicly
known through a document in accordance with section 36(4)(ii)
of the patent law. A scope of duty of disclosure is narrower
than that of the US in the way that a disclosure of a prior art
related to patentability of the invention is only required. And a
level of sanctions against inequitable conduct is lower than that
of the US in the way that a patent application can be rejected
but not invalidated after issuance when the patent applicant
violates related regulations.

@ In Europe, the European patent office can request a
patent applicant to submit a prior art information related to an
invention based on article 124 of the FEuropean patent
convention and to provide a copy of search results taken into
consideration in the examination and issued by a patent office
where an European patent application claims priority through an
implementing rules 141 and 70b. A scope and contents of duty
of disclosure is extremely limited as compared with the US
where an applicant should provide information until the issuance
of patent in the way that FEuropean patent applicant 1is

permitted to file a first search result only once. And a level of
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sanctions against inequitable conduct is lower than that of the
US where a patentee can not enforce a patent including family
patents in the way that the European patent application shall be
deemed to be withdrawn when the patent applicant violates
related regulations.

@ In Korea, it is required that the detailed description of
the invention shall contain the information on the background of
the invention in accordance with section 42(3)(ii) of the patent
law. And a patent application may be rejected in case of the
violation of Korean patent law which 1s very similar with
Japanese patent law in the scope of duty of disclosure and the
level of sanctions.

In short, each country has its own regulations with regard
to a duty of disclosure on an 1important information on
patentability, and the US has the most comprehensive and
powerful sanctions in comparison with other countries which
stays in the early stage. Like other countries, Korea introduced
an Information Disclosure Statement system by an applicant for
the purpose of improving the quality of patent and made the
IDS system applied to every patent application which was filed
on and after July 1, 2011. However the most important problem
in an information disclosure statement of Korea is that it does

not matter only if an applicant discloses a related information at
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the time of filing. And this problem can be caused because
there are a lot of cases where patent applications are filed in
several countries including Korea and patent applicant can
acknowledge an important information related to patentability of
his or her invention after filing in Korea. Accordingly it i1s
difficult to anticipate an exact and efficient result in
examination by an examiner based on current patent law in
Korea. Therefore I would like to suggest that a time to submit
an IDS(Information Disclosure Statement) should be extended to
a time to get issued and a person who relates to patent
application should turn in an important information related to
patentability in certain period when an applicant acknowledges
the information for the purpose of preventing a defected patent
from being issued. In this case, it would be better to introduce
an additional IDS form instead of making amendment on
specification to disclose the information. In addition to that, it
would be an effective way if a number of material to be
submitted should be limited and relevant explanation regarding
between the material and patent application should be required
without paying any additional fee for patent office in Korea.

When it comes to a penalty for violating a duty of IDS I would
like to propose invalidating a patent or restricting on enforcing

the patent. In connection with an invalidation of the patent, a
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violation of a duty to disclose an information can be an
additional cause in section 133 @ of Korean patent law and it
can be a differentiated reason for invalidation by way of
making a different section where it can make the whole claims
invalid and get a divisional application be invalid as well. On
the other hand, it is necessary to make a regulation to make a
patent which has been issued by way of violating a duty of
IDS be unenforceable when it comes to consider that a patent
having a reason for invalidation can be unenforceable in view
of Section 104 (3) in Japan patent law and court’s decision
even though there i1s no rule to regulate an inequitable conduct
in Korea. However if a patentee asks a trial for correction
before a problem related to inequitable conduct occurs and an
important information having not been considered is considered
by an examiner during the trial for correction, then the problem
can be cured and a patent right should not be limited. Even
though the above-mentioned suggestions may be a big burden
to an applicant, to make a defective patent be invalid is a way
to preserve the public’s interest prior to an applicant’s interest.
And that 1s consistent with good faith principle that is the
great principle in our laws.

Key words : inequitable conduct, information disclosure statement
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