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Trademarks, Article 19: Requirement of Use
1. If use is required to maintain a registration, the registration may be cancelled only after an

3) TRIPS [Agreement on Trade-Related Aspects of Intellectual Property Rights] Section 2:
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uninterrupted period of at least three years of non-use, unless valid reasons based on the
existence of obstacles to such use are shown by the trademark owner. Circumstances arising
independently of the will of the owner of the trademark which constitute an obstacle to the
use of the trademark, such as import restrictions on or other government requirements for
goods or services protected by the trademark, shall be recognized as valid reasons for
non-use,

2. When subject to the control of its owner, use of a trademark by another person shall be

recognized as use of the trademark for the purpose of maintaining the registration.
4) Article 50 (Cancellation trial)

(1) Where a registered trademark (including a trademark deemed identical from common
sense perspective with the registered trademark, including a trademark consisting of
characters identical with the registered trademark but in different fonts, a trademark that is

written in different characters, Hiragana characters, Katakana characters, or Latin alphabetic
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5)

characters, from the registered trademark but identical with the registered trademark in
terms of pronunciation and concept, and a trademark consisting of figures that are
considered identical in terms of appearance as those of the registered trademark: hereinafter
the same shall apply in this article) has not been used in Japan in connection with any of
the designated goods and designated services for three consecutive years or longer by the
holder of trademark right, the exclusive right to use or non-exclusive right to use, any
person may file a request for a trial for rescission of such trademark registration in

connection with the relevant designated goods or designated services.
Article 44 Where a trademark registrant commits any of the following, the Trademark

Office shall order it to rectify the situation by a specified time or cancel the registered
trademark:

1) Altering the registered trademark without approval:

2) Altering the name, address, or other matters concerning the registrant without approval:
3) Assigning the trademark without approval: or

4) Ceasing to use the registered trademark for three consecutive years.
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6) Community Trade Mark Regulations, TITLE 1II, Section 3: Use of Community Trade
Marks, Article 15: Use of Community trade marks.
1. If, within a period of five years following registration, the proprietor has not put the
Community trade mark to genuine use in the Community in connection with the goods or
services in respect of which it is registered, or if such use has been suspended during an
uninterrupted period of five years, the Community trade mark shall be subject to the
sanctions provided for in this Regulation, unless there are proper reasons for non-use.
3. Use of the Community trade mark with the consent of the proprietor shall be deemed to

constitute use by the proprietor.
7) Community Trade Mark Regulations, TITLE VI, Section 2: Grounds for revocation, Article

50: Gournds for revocation.
1. The rights of the proprietor of the Community trade mark shall be declared to be revoked

on application to the Office or on the basis of a counterclaim in infringement proceedings:
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(a) if, within a continuous period of five years, the trade mark has not been put to genuine
use in the Community in connection with the goods or services in respect of which it is

registered, and there are no proper reasons for non-use:
8) 15 US.C. §1127 Abandonment of mark. A mark shall be deemed to be “abandoned” if

either of the following occurs:
(1) When its use has been discontinued with intent not to resume such use. Intent not to

resume may be inferred from circumstances. Nonuse for 3 consecutive years shall be prima
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53) Community Trade Mark Regulations, TITLE I, Section 3: Use of Community Trade

Marks, Article 15. 2. The following shall also constitute use within the meaning of the first

subparagraph:

(a) use of the Community trade mark in a form differing in elements which do not alter

the distinctive character of the mark in the form in which it was registered:

(b) affixing of the Community trade mark to goods or to the packaging thereof in the

Community solely for export purposes.
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54) Article 46. - (2) For the purpose of subsection (1) use of a trade mark includes use in a
form differing in elements which do not alter the distinctive character of the mark in the
form in which it was registered, and use in the United Kingdom includes affixing the trade
mark to goods or to the packaging of goods in the United Kingdom solely for export

purposes.
55) According to Article L.714-5 of the French Intellectual Property Law : "An owner who

has not put his mark to genuine use in connection with the goods or services referred to in
the registration during an uninterrupted period of five years, without good reason, shall be
liable to revocation of his rights”.

The following shall be assimilated to such use:

a) Use made with the consent of the owner of the mark or, in the case of collective marks,
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in compliance with theregulations: b) Use of the mark in a modified form which does not
alter its distinctive nature: c¢) Affixing of the mark on goods or their packaging exclusively

for export.
56) Sec. 26 Use of a Trade Mark

(1) Insofar as the assertion of claims resulting from a registered trade mark or the maintenance
of the registration depends on the use of the trade mark, the proprietor mush have put the
trade mark to genuine use in this country in connection with the goods and services in
respect of which it is registered, unless there are proper reasons for non-use.

(2) Use of the trade mark with the consent of the proprietor shall be deemed to constitute use
by the proprietor.

(3) Use of the trade mark in a form differing from the from in which it was registered shall
also be deemed to constitute use of a registered trade mark, provided that the differing
elements do not alter the distinctive character of the trade mark. Sentence 1 shall also
apply if the trade mark is also registered in the form in which it has been put to use.

(4) Affixing of the trade mark to goods or to their packaging or wrapping in this country
solely for export purposes shall also be deemed to constitute use of the trade mark in this
country.

(5) Where use within five years from the date of registration is required, the date of
registration shall be replaced by the date of the conclusion of the opposition proceedings in

the cases in which opposition to registration has been lodged.
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Abstract

Study on use of a registered trademark in a modified form in

cancellation based non-use under the Trademark Laws

Nam Young, Kim
College of Law
The Graduate School

Seoul National University

Under the Korean Trademark Act, rights to a trademark can be
acquired by being the first to register the mark with the Korean
Intellectual Property, assuming that a trademark qualifies for
protection, regardless of actual use in the course of trade and thus use
of a trademark is not a prerequisite for registration of a trademark.
However, use of a registered mark is required in order to maintain the
exclusive rights to the mark and especially to prevent the mark from
being vulnerable to a cancellation action. According to Article 73(1)
(iii) of the Korean Trademark Act, if, without justifiable reason, a
registered trademark is not used by the registrant or a licensee for at
least three (3) years, an interested party may initiate an action for
cancellation of the trademark. Generally, cancellation action based
non-use serves to (i) prevent unfairly limiting new proprietors’
freedom to choose a mark and (ii) force the trademark registrant to

use the registered mark under the registration system.
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If cancellation actions based on non-use is filed, the registrant will
have the burden of proving that it used the mark in question as
registered sometime during the three-year period immediately
preceding the filing date of the cancellation action. The trademark
registrant must prove that they have genuinely used the mark in its
orignal from or in a form which is identical to the representation of
the registered mark with respect to one of the specified goods against
which the non-use cancellation action is filed. Thus, the question is
whether the use of the mark in a form is identical to its registered
form and what is the threshold acceptable by the Korean courts for

use of registered marks in its identical forms.

If the trademark registrant would be constrained from using the
possible options of the registered mark in the actual market, it would
inevitably fail to protect the trademark registrant’ s right to use of
the trademark. Thus, the system should provide some flexibility for
the trademark registrant when wusing the mark in commercial

activities.

In principle, the wuse of the mark must be identical to the
representation on the registration certificate. In line with the foregoing,
the Korean courts allow the trademark registrant to use a slightly
stylized and/or modified trademark and if the mark used is considered
identical by the consumer, this would be deemed as genuine use.
Considering hundreds of cases regarding the acceptable range of
identicality of the mark, the Korean courts has tended to be rather

strict.
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According to the Korean court precedents, the use of a slightly
stylized and/or modified trademark is regarded as genuine use and
addition or omission of other elements in the actual market may be
permitted, as long as such a element is considered as not being the
main part of the trademark. In general, if an element of a trademark
is a device, addition or omission of the element based on the actual
usage is not deemed to be identical to the registered mark, regardless
of the degree of the distinctiveness of the element. However, if an
element of a trademark is a word and the element lacks
distinctiveness, addition or omission of the element based on the actual
usage is deemed to be identical to the registered mark. Further, if a
word element of a trademark has the disctinctive character of the
mark, addition or omission of the element based on the actual usage

may not be permitted.

If a registered mark is composed of foreign letters and its Korean
transliteration, the Korean Court has denied that addition or omission
of the element or alteration to another foreign letters could be deemed
as genuine use of the registered mark, even if the pronunciation and
meaning are identical to each other. In other words, the Korean Court
has tended to be adamant and strict on decision of the genuine use
regarding the word trademarks that consists of foreign letters and its

Korean transliteration.

However, such a tendency of the Korean court precedents has
imposed restrictions on the right of proper use of a registered mark
and is contrary to perception of general consumers regarding

identicality between a registered mark and the mark used. In light of
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the evolving era of consumerism, the Supreme Court has recently
issued a rulings on the genuine use of the combined trademarks
consisting of foreign letters and its Korean transliteration based on its
merits that now supercedes older precedents.  Accordingly, in case of
combined marks consisting of foreign letter and its Korean
transliteration, the use of addition or omission of the element in the
actual market can be permitted, as long as the mark wused is
considered identical by the consumer. Therefore, consistent decisions
rendered by the courts and guidelines by the administrative body on
the extent of genuine use of the registered trademark would be
required in order to ensure that trademark registrants are reliable for

third parties while maintaining flexibility for the trademark registrant.

Keywords : cancellation action based on non-use, genuine use of
a registered trademark, use of a mark identical to a registered
mark, the acceptable range identicality regarding use of a
registered mark, use of a mark in modified form, combined marks
consisting of the letters

Student Number : 2010-21389
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