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relation to which the patent is infringed

apprehended act of infringement
(b) for an order for him to deliver up or destroy any patented product in

(a) for an injunction or interdict restraining the defendant or defender from any

(d) for an account of the profits derived by him from the infringement;

(e) for a declaration or declarator that the patent is valid and has been
infringed by him.

or any article in which that product is inextricably comprised;

(c) for damages in respect of the infringement;

declaration or declarator by the court”, %=f

57) 9
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56) "a declaration made by the comptroller under this section shall have the same effect as a
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The proprietor of a patent or any other person may request the comptroller to issue an
opinion —
(a) as to whether a particular act constitutes, or (if done) would constitute,
an infringement of the patent;
(b) as to whether, or to what extent, the invention in question is not
patentable because the condition in section
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Austrian Patent Office has been established by the Austrian Supreme Court in 2002),
Second Edition 2011, 24%, A5, 9 &, 16504 A&

62) This ‘defence’ has its power in the res judicata of decisions on the declaratory action
before the courts (the hinding effect for the courts with respect to final decisions from the
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Abstract

Possibility of Judgement of Reasons for Patent
Invalidation in the Patent Right Scope

Declaration Trial

LEE HYUN SUK
School of Law
The Graduate School

Seoul National University

Under our patent law, public solution of patent dispute is divided
into patent trial in the patent tribunal and patent infringement action
In court, patent right scope declaration trial is the trial procedure to
judge patent infringement in the patent tribunal. But in the patent
infringement action and the patent right scope declaration trial,
though that the effectiveness of patent right can be denied from
reasons for patent invalidation is preliminary consideration, patent
invalidation can be declared in the patent nullity trial, which may
result in allowing of exercise of invalid patent right. In this regard,
there were many opinions regarding response to patent with reasons
for invalidation and Korean Supreme Court introduced legal principles
that patent invalidness can be judged in the patent infringement

action and the patent right scope declaration trial, which could solve
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these problems but declared lately that inventive step of patent
cannot be judged in the patent right scope declaration trial. This
article examines existing opinions regarding response to patent with
reasons for invalidation in patent right scope declaration trial and the
patent infringement action including the above legal principles of
Korean Supreme Court, and reviews the validity of judging of
reasons for patent invalidation in patent right scope declaration trial
focusing on the procedural nature of patent right scope declaration
trial and the effect of patenting act, further suggests Ilegislative

solutions to exclude the exercise of invalid patent.
Keywords : patent right scope declaration trial, patent infringement

action, reasons for patent invalidation, inventive step
Student Number : 2013-23334
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